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Court of Appeals of the District of Columbia 


No. 3134. 

United States of America ex Rel. International Money 

Machine Company, Appellant, 

vs. 

James T. Newton, Commissioner of Patents. 


a Supreme Court of the District of Columbia. 

At Law. No. 60144. 

United States of America ex Rel. International Money 

Machine Company, Plaintiff, 

vs. 

James T. Newton, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia, ss: 

Be it remembered, that in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and pro¬ 
ceedings had, in the above-entitled cause, to wit: 

1 Petition for Writ of Mandamus. 

Filed April 4, 1917. 

In the Supreme Court of the District of Columbia. 

At Law. No. 60144. 

United States of America ex Rel. International Money 

Machine Company 

vs. 

Thomas Ewing, Commissioner of Patents. 

To the Supreme Court of the District of Columbia: 

Your relator, International Money Machine Company, respect¬ 
fully represents: 

1—3134a 
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1. That relator is a citizen of the United States, and a corpora¬ 
tion duly organized and existing under the laws of the State of 
Indiana, having its principal office and place of business at Terre 
Haute, in the county of Vigo and State of Indiana; and files this 
petition in its own right as hereinafter set forth. 

2. That the respondent, Thomas Ewing, is the Commissioner of 
Patents of the United States, duly appointed and qualified. 

3. That prior to June 7th, 1012 Nelson White, William S. Over- 
lin and Frank A. Bullington, l>eing the true, original and first in¬ 
ventors of certain new and useful improvements for Mechanical 
Cashiers, Adding and Listing Machines, did on the 7th day of June, 
1912 file in the United States Patent Office an application for Letters 

Patent of the United States for the said invention, which ap- 

2 plication was given and now hears the Serial Numl)er of 
702,164. 

4. That vour relator, bv virtue of divers direct and mesne as- 

•s 7 c 

signments, on the 3rd day of November, 1914, became the owner of 
the entire right, title and interest in and to the said application, the 
invention thereof, and any letters patent of the United States to be 
issued thereupon, and is now such owner. 

5. That during the course of the prosecution of the said applica¬ 
tion in the United States Patent Office, and in accordance with the 
rules of practice of the said Office regularly established under the 
provisions of the statutes of the United States, an interference No. 
37,937 was declared by the Commissioner of Patents on September 
29, 1914 between the said application of relator and an application of 
Nelson C. Ovaitt, Serial No. 646,967, the counts or issues of the said 
interference l>eing set forth on paper writing marked “Exhibit A” 
hereto attached and prayed to be made a part hereof. 

6. That in the course of the said interference proceedings No. 
37,937 and in accordance with the Patent Office rules of practice, 
preliminary statements were filed by the respective parties to said 
interference. 

7. That thereafter, and in further accordance with the said rules 
of practice (Rule 122), the relator caused to be filed in the said inter¬ 
ference a motion to dissolve on the ground that the parties to the 
interference were without right to make the counts or issues of the 
interference (see Exhibit A); and in addition to the said motion to 
dissolve the relator caused to be filed in the said interference within 

a stipulated time as required bv the said rules (Rule 109), a 

3 motion to amend and reform the interference for the purpose 
of establishing proper issues upon which to base an award of 

prioritv or other final judgment in the interference proceedings. 

8. That subsequentlv to the deelaration of the said interference 
the relator prosecuted diligently and thoroughly in its l>ehalf certain 
exhaustive investigations required in order to determine definitely 
the patentable novelty of the issue counts of the interference afore¬ 
said whereby relator might determine the desirability of litigating 
the subject matter of the interference issues, and that sul>sequent to 
the filing of the motions to dissolve and to amend and reform men- 
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tioned in paragraph 7, the said investigations in behalf.offthe relator 
were completed. 

9. That during the progress of the said investigations as to the 
patentability of the interference issues, the relator became advised 
of such a state of the prior art relating to the inventions of the in¬ 
terference aforesaid and the subject matter of the interference 
counts as depicted in Exhibit A attached hereto, that the relator was 
caused to believe that issues of the breadth suggested by its motion 
to amend and reform previously tiled in this interference, were not 
patentable, whereupon through its duly authorized counsel relator on 
or about February 17th, 1915 withdrew its motion to amend and 
reform the interference issues, whereupon said motion was duly dis¬ 
missed by the Patent Office. 

10. That thereafter, to wit: on or about April 1st, 1915, the in¬ 
vestigations of the prior art so enabling the relator to do, the relator 
caused to be filed in the said interference a motion to dissolve the 
interference on the ground that the issues set up therein as per Bx- 
bibit A hereto attached, were not patentable issues in view of the 

state of the prior art: and that said motion was in due course 

4 transmitted for hearing before a properly constituted tribunal 
of the Patent Office, namelv the Law Examiner delegated 

with authority in this matter bv the Commissioner of Patents! 

11. That at a duly constituted inter partes hearing upon the 
motions to dissolve hereinbefore mentioned, filed in the said inter¬ 
ference in behalf of the relator there was rendered on July 20th, 
1915 a judgment of the Law Examiner dissolving the interference 
as to all of the issues thereof, namely three counts, on the ground 
that the parties to the interference had no right to make the issues 
in the terms thereof. By the said decision, further, the Law Ex¬ 
aminer further dissolved the interference as to count 1 on the ground 
that the invention set forth in said count was not patentable in view 
of the state of the prior art. In the consideration of the issues of the 
interference, as will he observed by reference to the decision of the 
Law Examiner, attached hereto and marked “Exhibit B”, the Law 
Examiner considered the question of the rights of the parties to the 
interference to make the claims, viewing the claims in the terminol¬ 
ogy in which they were constituted. As regards his decision relative 
to the patentability of all of the issue counts, the Law Examiner in 
his decision considered said counts on their merits as if they were 
in correct form or terminology such that they might properly have 
been made interfering issues by the parties to the interference. 
Therefore, the said decision of the Law Examiner additionally dis¬ 
solving the interference as to count 1 in regard to patentability was 

based upon the actual merits of said count as read in a cor- 

5 rected form of proper terminology, holding said count un¬ 
patentable, and as to counts 2 and 3, holding said counts 'to 

be patentable to both parties. 

12. That in the course of the described proceedings in the said 
interference the party Ovaitt throughout the full period of the bring¬ 
ing of the various motions filed in the interference in behalf of the 
relator, remained quiescent so far as affirmative action was con- 




4 


U. S. OF A. EX REL. INTERN’l MONEY MACHINE CO. VS. 




cerned, both prior to and subsequent to the withdrawal of the motion 
to amend and reform filed in behalf of the relator, and at no stage 
in the progress of the said Interference 37,937 prior to or subsequent 
to the filing of the various motions in behalf of relator, did the said 
party Ovaitt make any effort whatever to cause to be made any 
amendment of the issues in the interference, or the entering of any 
new counts directed to subject matter common to the inventions of 
the parties to the interference which the said party Ovaitt might have 
considered to form a proper basis for interference proceedings. 

13. That in the course of the further proceedings of the said inter¬ 
ference the party Ovaitt in accordance with the provisions of the 
rules of practice of the United States Patent Office so allowing (Rule 
1*24), appealed from the said decision of the Law Examiner of July 
20, 1915, to the Board of Examiners-in-Chief; that the said appeal 
to the Board of Examiners-in-Chief was in due course heard inter 
partes; and on February 10, 1916 the Board of Examiners-in-Chief 
bv its decision affirmed the decision of the Law Examiner dissolving 


the said Interference 37,937 and set a limit of appeal from its judg¬ 
ment as of the date March 1st, 1916. A copy of the judgment of the 
Examiners-in-Chief is attached hereto marked “Exhibit D” and 


prayed to be made a part hereof. 

6 14. That by reason of the failure of the party Ovaitt to 

take an appeal from the decision of the Examiners-in-Chief 
aforesaid, the said judgment became final on March 1st, 1916, and 
Interference No. 37,937 was finally dissolved and terminated under 


the said rules of practice. 

15. That upon the final dissolution of Interference No. 37,937 by 
the Examiner of Interferences, the applications of the relator and 
the party Ovaitt were remanded to the Primary Examiner and ex 
parte prosecution of these applications resumed. Thereafter the 
party Ovaitt proceeded ex parte before the Primary Examiner, the 
relator having no knowledge thereof, and contrary to the rules of 
practice of the Patent Office, the party Ovaitt introduced into his 
application certain new claims directed to subject-matter common to 
the applications of the said party, and relator’s application herein¬ 
before identified. In addition to the foregoing, the party Ovaitt by 
ex parte procedure amended certain claims in his application along 
lines long previously suggested by the Law Examiner whereby said 
claims covered subject-matter alleged to be common to his applica¬ 


tion and that of relator. 

16. The relator further represents that the Primary Examiner 
contrary to the said rules of practice (Rules 109 and 124), permitted 
to be inserted in the application of the party Ovaitt the new claims 
mentioned in the preceding paragraph and permitted the amend¬ 
ments to other claims referred to in the preceding paragraph, with¬ 
out inter partes hearing or any opportunity whatsoever on the part 
of the relator to oppose such action. Thereafter the Primary Ex¬ 
aminer proposed the said new and amended claims of the 
7 party Ovaitt introduced by ex parte amendment to his appli¬ 
cation, to the relator, and required that the relator insert these 


JAMES T. NEWTON, COMMISSIONER OF PATENTS. 


5 


claims in his application before identified within a time set, or in 
event of failure to so do the said claims and their subject-matter would 
l>e considered to he disclaimed hv the relator. It is further repre¬ 
sented that at the time of the proposal of the new and amended 
claims of the party Ovaitt to the relator for the purpose of insertion of 
the same in relator’s application or disclaimer, the relator was not ad¬ 
vised as to whose application contained these suggested claims, where¬ 
fore the relator was compelled for fear of having a disclaimer operate 
against it, to insert the said new and amended claims. 

17. That thereafter, to wit: September 0, 19t(>, over six months 
subsequent to the final dissolution of Interference No. 37,937, a new 
interference No. 40,447 was declared inadvertentlv and bv mistake 
of the Commissioner of Patents, or declared without authority of law, 
based upon said new and amended claims of the party Ovaitt directed 
to the same subject-matter as involved in the issue counts of Inter¬ 
ference 37,937. all of which actions and declarations were performed 
without consent of the relator and without representation of the 
relator in the protection of any of its interests involved. The new 
and amended claims just referred to and comprising the issue counts 
of the new interference 40,447 are found in sheet attached hereto 
and marked “Exhibit C”. 

18. The relator further represents that if the newly declared In¬ 
terference No. 40,447 is permitted to continue involving its 

8 same application as involved in the Interference No. 37,937 
including counts covering substantially the same subject 
matter as in the preceding Interference No. 37,937 finally dissolved, 
and comprising certain counts directed to subject-matter which has 
already l>een adjudicated as not patentable as aforesaid, the relator 
will be irreparably injured. In support of the foregoing your re¬ 
lator alleges that among the rules of practice of the Patent Office 
duly promulgated and having the force of statute at the time of 
pendency of Interference No. 37,937 are contained the rules reading 
as follows: 

“109. An applicant involved in an interference may, at any time 
within thirty days after the preliminary statements (referred to in 
Rule 110) of the parties have l>een received and approved, on motion 
duly made, a* provided by Rule 153, file an amendment to his appli¬ 
cation containing any claims which in his opinion should be made 
the basis of interference between himself and any of the other parties. 
Such motion must Ik? accompanied by the proposed amendment, and 
when in pro|>er form will l>e transmitted by the examiner of inter¬ 
ferences to the law examiner for his determination. On the ad¬ 
mission of such amendment and the adoption of the claims by the 
other parties within a time specified by the law examiner, the pri¬ 
mary examiner will redeclare the interference or will declare such 
other interferences as may he necessary to include the said claims. 
New preliminary statements will lx? received as to the added claims, 
but motions for dissolution will not be transmitted in regard thereto 
where the questions raised could have been disposed of in connection 
with the admission of the claims. Amendments to the specification 
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will not lie received during the pendency of the interference, without 
the consent of the Commissioner, except as provided herein, and in 
Rules 106 and 107.” 

“122. Motions to dissolve an interference (1) upon the ground 
that there has been such informality in declaring the same as will 
preclude a proper determination of the question of priority of in¬ 
vention, or (2) which deny the patentability of an applicant’s claim, 
or (3) which deny Ids right to make the claim, or (4) which allege 
that counts of the issue have different meanings in the cases of dif¬ 
ferent parties should contain a full statement of the grounds relied 
upon, and should, if ]x>ssible, be made not later than the thirtieth 
day after the statements of the parties have been received and ap¬ 
proved. Such motions, and all motions of a similar character, 
9 should be accompanied by a motion to transmit the same to 
the law examiner, and such motion to transmit should be 
noticed for hearing upon a day certain before the examiner of inter¬ 
ferences. When in proper form the motion presented will be trans¬ 
mitted by the examiner of interferences, with the files and papers, to 
the law examiner for his determination, who will thereupon fix a 
day certain when the said motion will be heard before him upon the 
merits, and give notice thereof to all the parties. If a stay of pro¬ 
ceedings be desired, a motion therefor should accompany the motion 
for transmission. 

When the motion has been decided by the law examiner the files 
and papers, with his decision, will l>e sent at once to the docket 
clerk. 

Motions to shift the burden of proof should l>e made l>efore, and 
will l>e determined by, the examiner of interferences. No appeal 
from the decision on such motions will be entertained, but the matter 
may 1 >e reviewed on appeal from the final decision upon the question 
of priority of invention.” 

*‘124. Where, on motion for dissolution, the law examiner renders 
an adverse decision upon the merits of a party’s case, as when he 
holds that the issue is not patentable or that a party has no right to 
make a claim, or that the counts of the issue have different meanings 
in the cases of different parties, he shall fix a limit of appeal not 
less than twenty days from the date of his decision. Appeal lies to 
the examiners-in-chief in the first instance and will be heard inter 
partes. If the appeal is not taken within the time fixed, it will not 
l>e entertained except by permission of the Commissioner. 

No appeal will be ]>ermitted from a decision upon a decision ren¬ 
dered upon motion for dissolution affirming the patentability of a 
claim or the applicant's right to make the same or the identity of 
meaning of counts in the ca<es of different parties. 

Appeals may be taken directly to the Commissioner, except in the 
cases provided for in the preceding portions of this rule, from de¬ 
cisions on such motions as, in his judgment, should be appealable.” 

20. Your relator further avers that under the provisions of the 
revised statutes and the rules of practice of the Patent Office in ac¬ 
cordance therewith (Rule 124), the remedy which the party Ovaitt 
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had in relation to the decision of the Law Examiner dissolving the 
Interference No. 37,937 was by regular line of appeal to the 

10 Examiners-in-chief and higher tribunals, and that the party 
Ovaitt having taken one of these appeals and then abandon¬ 
ing further appeals and permitting the judgment of the Examiners- 
in-Chief to become final dissolving said interference, the issues therein 
became res adjudicate between the parties; wherefore the relator on 
or about the 11th day of January, 1917 respectfully petitioned the 
Commissioner of Patents to dissolve the new interference aforesaid 
No. 40,447 so that the redeclaration of the original interference, and 
particularly the ex parte actions of the party Ovaitt subsequent to the 
dissolution of the Interference No. 37,937 might be vacated. 

21. The relator further alleges that after a duly constituted inter 
partes hearing on the said petition, the Assistant Commissioner of 
Patents on February 14, 1917 rendered a decision refusing to dis¬ 
solve Interference 40,447, for which reason the relator has been 
deprived of the legal rights vested in it by reason of the laws relat¬ 
ing to the granting of patents and will be without redress unless the 
writ of mandamus prayed for be granted. A copy of the said deci¬ 
sion of the Assistant Commissioner of Patents is annexed hereto 
marked “Exhibit E” and prayed to be made a part hereof. 

22. The relator further alleges that at the time of the ex parte 
prosecution of the application of the party Ovaitt resulting in the 
ex parte introduction of new and amended claims for the pui*iK>se of 
making issues in a new interference involving the same parties and 
same subject matter as in Interference No. 37,937 it became and was 
the duty of the Commissioner of Patents, through the Primary Ex¬ 
aminer, to refuse to permit the insertion of said claims in 

11 view of the governing statutes and rules of practice based 
thereon; and that the redeclaration of Interference No. 37,937, 

in the form of Interference No. 40,447 is a mistake, an inadvert¬ 
ence, and is without authority of law. The relator further avers 
that during the pendency, of Interference No. 37,937 it exercised all 
possible diligence to effect a termination of said interference favor¬ 
ably or unfavorably as to itself in relation to all issues that might 
arise or be created between the relator and the said party Ovaitt; that 
the relator is manufacturing machines under its application involved 
in the interference No. 37,937 and Interference No. 40,447; that 
the relator has been seriously damaged by the delay incidental to its 
said application becoming involved in the said interferences by 
being unable to obtain for itself protection upon subject-matter of 
the said application which is clearly patentable and which is non- 
* interfering; and that if the new or amended Interference No. 40,447 
caused to be promulgated by the ex parte prosecution of his applica¬ 
tion on the part of the party Ovaitt, and a mistake of the Patent 
Office, is permited to be continued the relator will be again put to 
great hardship, trouble, and expense to try out issues which have 
already been adjudicated or mi*rht have been adjudicated in Inter¬ 
ference No. 37,937 long since dissolved; all of which will work for 
the irreparable injury of the relator as regards which the relator is 
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entirely without redress or remedy in the premises unless this Hon¬ 
orable Court by writ of mandamus shall interpose in its behalf. 

Wherefore relator prays: 

That a writ of mandamus may issue addressed to the 

12 respondent, the said Thomas Ewing. Commissioner of Pat¬ 
ents, commanding him to dissolve Patent Interference No. 

40,447 and to vacate all ex parte and inter partes proceedings in re¬ 
spect to alleged interfering subject-matter of the applications of the 
relator and the said party Ovaitt sulisequent to the final dissolution 
of Interference No. .‘17,927, or in the alternative, for such other and 
further relief as to this Honorable Court may seem just and meet, so 
that speedy justice may be done to your relator in the premises; and 
that a rule on the said respondent may be granted requiring him to 
show cause why said writ of mandamus should not be issued for the 
purpose aforesaid. 

INTERNATIONAL MONEY MACHINE 
CO., 

ByEDW. C. BAKER, President. [seal.] 

JOHN F. ROBB, 

Attorney for Relator. 

State of Pennsylvania, 

County of Berks, ss: 

E. C. Baker, being first duly sworn, deposes and says that he is 
President of International Money Machine Company, the relator 
named in the foregoing petition; that he has read the foregoing peti¬ 
tion and has subscribed to*the same as president on behalf of said 
company, and knows the cohtents thereof; and that the same is true 
of his own knowledge except as to the matters therein stated derived 
from information of others, and as to those matters he believes it to 
be true. 

EDW. C. BAKER. 

13 Sworn to and subscribed before me this 2d day of April, 
1917. 

[seal.] CIIAS. II. S. RHOADS, 

Notary Public, Berks County, Pa. 

My Commission Expires Feb. 21st, 1919. 

‘‘Exhibit A.” 

(Counts of Interference No. 37,937.) 

Count 1. In combination, an accounting machine provided with 
a set of manually operable keys, coin receptacles, ejectors for the 
coin receptacle*, means associated with each kev for selecting ejectors 
for ejecting money corresponding to the total represented by such 
key, means for preliminarily setting up for subsequent simultaneous 
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operation any desired number of keys, means common to all keys for 
actuating in unison all of said set-up devices, and means for disabling 
the actuating connection between the accounting and the paying 
mechanisms, whereby both mechanisms may be operated conjointly 
as a combined single machine, or the one mechanism operated inde¬ 
pendently of the other. 

Count 2. In combination, an accounting machine functionally 
complete in and by itself for performing accounting functions, said 
machine having manually operable keys severally adapted to 
14 l>e preliminarily set for subsequent selective actuation, and 
having also a main actuating member common to all keys 
and adapted to operate the accounting mechanism selectively pre-set 
for operation, a coin dispensing mechanism, organized as an individ¬ 
ual structure and physically detachable from the accounting ma¬ 
chine, interconnections between said accounting machine and said 
coin dispensing mechanism whereby actuation of the former in its 
accounting capacity first effects selection of coin ejectors and there¬ 
after effects ejection of money from the coin dispensing mechanism 
of an amount corresponding to the amount set up on the keys of the 
accounting machine, and coupling mechanism whereby said ma¬ 
chines mav be connected to operate as a combined single machine, or 
uncoupled so that one may be operated independentlv of the other. 

Count 3. Tn combination, an accounting machine functionally 
complete in and by itself for performing accounting functions, a pay¬ 
ing-out mechanism having its parts grouped into another distinct 
structure and adapted to be physically applied to or detached from 
said accounting machine, operative connections between co-related 
parts of the two mechanisms, whereby actuation of the accounting 
machine to perform accounting functions will actuate the paying-out 
mechanism to pay out amounts corresponding to the several account¬ 
ing items transacted upon the accounting machine, and coupling 
mechanism whereby said machines may be connected to operate as a 
combined single machine, or uncoupled so that one may be operated 
independently of the other. 


2—3134a 
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15 “Exhibit B.” 

(Decision of Law Examiner July 20, 1915.) 

Hearing June 16,1915. S. E. T. 

In the United States Patent Otfice. 

Patent Interference No. 37,937. 

• * 

White, Overlin and Bullington 


v* 

Ova itt. 

Motions for Dissolution. 

Paying Machines. 

Application of Nelson White, William S. Overlin and F. A. Bul¬ 
lington filed June 7. 1912. No. 702,104. 

Application of Nelson C. Ovaitt filed August 31, 1911. No. 646,- 
967. 

Mr. J. F. Robb for White, Overlin and Bullington. 

Messrs. Oftield. Toole, Graves Oftield and Messrs. Foster, Free¬ 
man, Watson & Colt , for Ovaitt. 

The parties. White, Overlin and Bullington have presented two 
motions for dissolution. The first motion as transmitted alleges 
that the parties have no right to make the claim of the issue counts. 
The second motion alleges non-patentability of the issue. 

The issue is stated in three counts as follows: 

16 1. In combination, an accounting machine provided with 

a set of manually operable keys, coin receptacles, ejectors for 
the coin receptacles, means associated with each key for selecting 
ejectors for ejecting money corresponding to the total represented 
bv such key. means for preliminarily setting up for subsequent 
simultaneous operation any desired number of keys, means common 
to all keys for actuating in unison all of said set-up devices, and 
means for disabling the actuating connection 1 between the account¬ 
ing and the paying mechanisms, whereby both mechanisms may 
be operated conjointly as a combined single machine, or the one 
mechanism operated independently of the other. 

2. In combination, an accounting machine functionally com¬ 
plete in and by itself for performing accounting functions, said 
machine having manually operable keys severally adapted to be 
preliminarily set for subsequent selective actuation, and having also 
a main actuating member common to all keys and adapted to 
operate the accounting mechanism selectively pre-set for operation. 
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a coin dispensing mechanism, organized as an individual struc¬ 
ture and physically detachable from the accounting machine, inter¬ 
connections between said accounting machine and said coin dis¬ 
using mechanism whereby actuation of the former in its account¬ 
ing capacity first effects selection of coin ejectors and thereafter 
effects ejection of money from the coin dispensing mechanisrq of 
an amount corresponding to the amount set up on the keys of the 
accounting machine, and coupling mechanism whereby said ma¬ 
chines may l>e connected to operate as a combined single machine, 
or uncoupled so that one may l)e operated independently of the 1 
other. 

3. In combination, an accounting machine functionally com¬ 
plete in and by itself for performing accounting functions," a pay¬ 
ing-out machanism having its parts grouped into another distinct 
structure and adapted to be physically applied to or detached from 
said accounting machine, operative connections between co-related 
parts of the two mechanisms, whereby actuation of the accounting 
machine to perform accounting functions will actuate the paving- 
out mechanism to pay out amounts corresponding to the several 
accounting items transacted upon the accounting machine and 
coupling mechanism, whereby said machines may be connected to 
operate as a combined single machine, or uncoupled so that one 
may l>e operated independently of the other. 

The claims which constitute the interference counts originated 
in the Ovaitt application and the invention covered by the counts is 
a machine for paying out money connected to an accounting ma¬ 
chine. so that when an amount is set upon the accounting 
17 machine by the depression of keys, coin ejectors in the paying 
out machine are set. which when actuated will eject coins 
corresponding to the amount set up on the accounting machine. 
The usual main actuating member of the accounting machine is 
connected to the ejectors so that when actuated to carry out the 
accounting function, the coin ejectors will also be actuated to eject 
coins to the amount set up on the accounting machine. The actuat¬ 
ing connection between the paving out machine and the accounting 
machine may l>o disabled so that one mechanism may he operated 
independently of the other. Count 1 includes the disabling fea¬ 
tures broadly, while counts 2 and 3 contain certain limitations as 
to the character of the connection between the accounting and 
paying out mechanisms. 

The first motion for dissolution is Ixased primarily on the proposi¬ 
tion that counts 1 and 2 contain a limitation or limitations that do 
not find response in the construction of either party and that in 
counts 2 and 3 the same element is in effect twice included in the 
counts. Count 1 recites among other things “means for prelimi¬ 
narily setting iif) for subsequent simultaneous operation any desired 
number of keys.” Count 2 calls for “manually operable keys sev¬ 
erally adapted to be preliminarily set for subsequent selective actua¬ 
tion.” It is the contention of the moving parties that when a group 
of selected keys of the accounting machine are depressed, there is 
no further actuation or operation of the keys other than their 
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restoration to normal position when the accounting and coin eject¬ 
ing functions are completed. Obviously, the restoration of the keys 
to normal position is not the operation attempted to he de- 
18 scribed in the matter quoted from counts 1 and 2. Careful 
consideration of the counts and the language in question 
leads to the conclusion that the counts are misdescriptive of the 
construction of either party. Count 1 is further criticized by the 
moving party because it is alleged that the functions stated in the 
whereby clause at the end of the count does not flow from the “means 
for disabling the actuating connection between the accounting and 
the paying mechanisms, or at least that part of the clause which 
refers to the conjoint operation of the mechanisms. However, the 
operations stated in the whereby clause do not necessarily depend 
upon the element which immediately precedes such clause, but 
rather upon the entire combination stated.in the count. It is 
thought the criticism of the latter portion of count 1 is one that 
cannot be sustained. 

Counts 2 and 3 are further criti-zed because there is disclosed in 
the application of neither party the “interconnections between said 
accounting machine and said coin dispensing mechanism’’ (count 
2) or “operative connections lietwecn corelated parts of the two 
mechanisms” (count 3) as distinct elements over and beyond the 
“coupling mechanism” included separately in each of these counts. 
In other words, the “coupling mechanism” is a necessary part of 
the interconnections and l>oth are recited as separate elements of 
counts 2 and 3. 


The suggestion is also made in the motion that the application 
of Ovaitt does not contain an operative disclosure of all the mechan¬ 
ism called for by the counts. It is thought, however, that the dis¬ 
closure in the drawing when taken with the specification is 
19 sufficient to support the issue. 

The motion for dissolution which alleges lack of patent¬ 
ability of the issue sets up the following patents: 

British patents to Ilallama, No. 8490 of 1900. 

U. S. patents to— 

Dallugge, No. 874,307; Dec. 17, 1907. 

Drobniak, No. 932,973; Aug. 31, 1909. 

Hollingsworth. No. ,790,435; Sep. 21, 1«S97. 

Brandt. No. 628,088; Julv 11. 1899. 

Wolfe, No. 538.807; May 7, 1895. 

Meier, No. 914.741; Mar. 9, 1909. 

Hanson, No. 905,421; Dec. 1, 1908. 

Marshall, No. 686,627; Nov. 12. 1901. 

Dennis, No. 817.302 : Apr. 10, 1906. 

Fuller, No. 787,369; Apr. 18, 1905. 

Muzzey, No. 1,013,211; Jan. 2, 1912. 

Meaker, No. 799,351; S^ept. 12, 1905. 

Dredge, No. 864,457; Aug. 27, 1907. 

Potter. No. 1,011.845; Dec. 12. 1911. 


Kleinhans, No. 976.129; Nov. 15, 1910. 
Pfeifer, No. 619,786; Feb. 21. 1899. 
British patent to ITeide, No. 8882 of 1903. 
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In the view which must be taken of the counts of the interference, 
and especially counts 1 and 2, it is difficult to apply the references 
to the counts, since they cover constructions which are not dis¬ 
closed by either pally, if, however, for “keys” in line 6 of count 
1, the term “ejectors” should he substituted, as is suggested in sub¬ 
stance by the moving party, then count 1 may be considered in 
view of the prior art. At this point it may be noted that the terms 
“accounting machine” and “accounting mechanism” are used 
broadly in the art in which the applicants here are working. Thus 
the tonus in question are not limited to organized machines of the 
type shown by the parties, hut cover adding machines, typewriting 
machines which are not necessarily complete machines, indicating 
disks and similar devices. It is accordingly held that a typewriting 
machine such as that shown hv the British patent, to Ilallama is an 
accounting machine or the recording cylinders 245 of the 

20 British patent to lleide respond to the element of “account¬ 
ing mechanism” included in count 1. 

What is the novel feature of count 1, giving to it the interpre¬ 
tation herein noted, that is, assuming that “keys” in line 0 should 
he read “ejectors?** The combination of an accounting machine 
and a paying machine including a connection between the account¬ 
ing machine and the paying machine which actuates coin ejectors 
when keys of the accounting machine are depressed is disclosed in 
the British patent to Ilallama. This patent also discloses means 
for disabling the connection between the two machines or mechan¬ 
isms so that one may he operated independently of the other. The 
British patent, however, does not disclose the type of accounting 
mechanism called for hv count 1. i. e., one wherein parts of the 
machine are preliminarily set up and subsequently actuated by a 
member or means common to all the keys of the accounting mechan¬ 
ism. It is urged in connection with the counts and the Ilallama 
patent that the counts do not state a proper combination. The 
cases of in re McNeil, 100 O. (h 2178, 20 App. D. C., 294, and 
Crown Cork and Seal Co. v. Sterling Cork and Seal Co., 217 Fed. 
Bop. 381, are cited in support of this contention. So far as the ques¬ 
tion of proper combination is concerned, it is thought count 1 and 
also the other counts cover valid combinations. In an art such 
tis is here involved where complicated mechanisms are employed, it 
is difficult to determine just why the applicants should be compelled 
to claim. The broad combination being old, shall the parties be 
compelled to limit their claims to the specific coupling between the 
accounting mechanism and paying mechanism or shall they be 
permitted to claim the coupling more or less broadly in com- 

21 lunation with the accounting and paying mechanisms? 
The coupling mechanism in its specific details is probably of 

little value in protecting the invention of the parties, and it is 
thought they should he permitted to present claims of the general 
character of the interference counts. The law examiner is not pre¬ 
pared to hold that count 1 does not call for invention over the 
combination of the British patent to Ilallama and the U. S. patents 
to Dallugge and Drobniak. It is understood to he the moving par- 
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ties’ contention that Dallugge and Drobniak disclose the invention 
of count 1, except the means for disabling the connection between 
the paying mechanism and the accounting mechanism. It is true 
that the British patent discloses the disabling idea, but it is not seen 
that the patent would teach one skilled in the art how to modify the 
rather intricate constructions of Dallugge and Drolmiak, so as to 
respond to the terms of count 1. 

It is thought, however, that count 1 does not clearly define a pat¬ 
entable combination over the disclosure of the British patent to 
Heide. There is disclosed in this patent accounting mechanism, 245, 
and paying mechanism including ejectors 275 with a main actuat¬ 
ing meml>er 24. The machine also discloses keys which may be set 
for various amounts to he paid out. By manipulating cylinder 180, 
the mechanism can he so adjusted that paying out of money can 
l>e effected without actuating accounting device 24.). This is de¬ 
scrib'd in the next to the last paragraph on page 20 of the specifica¬ 
tion of the patent. The broad reference in count 1 to means for 
disabling is not sufficient to distinguish patentable from the dis¬ 
closure of the references. 

22 None of the other references meets count 1 and the sug¬ 

gested combinations of references, in view of the complicated 
structures involved, do not appear to be feasible. 

Count 2, when construed in the manner al>ove noted in the con¬ 
sideration of count 1. i. e.. to refer to a selective actuation of the 
ejecting devices is not met bv the British patent to Ileide, since 
the count calls for “a coin dispensing mechanism.** organized as 
an individual structure and phvsicallv detachable from the account- 
ing machine.’ This is a structure limitation not found in the refer¬ 
ence. The patents to Wolfe. Meier, and others show machines in 
which parts are physically detachable, but they do not teach one 
skilled in the art here involved how the coin dispensing mechanism 
of any of the patents set up in the motion could l>e connected to 
the accounting mechanism of the patents in the manner specified 
in count 2. 

Count d contains the limitation of count 2 with res]>ect to the 
physical dctachability of the paying out mechanism, and for reasons 
stated in the consideration of count 2, it is thought that count 8 
also is patentable. 

In considering the question of the patentability of the counts, 
especially counts 1 and 2. they have not been taken literally, but 
have been interpreted to refer to the selective actuation of ejectors, 
rather than of keys, as stated in the counts. 

The motion for dissolution which alleges lack of right of either 
partv to make the counts is granted. 

The motion which alleges lack of patentability of the issue is 
granted as to count 1 and denied as to counts 2 and d. 

2d The limit of appeal from this decision will expire August 

9. 1915. 

E. S. HENRY, 

Law Examiner. 

Julv 20. 1915. 

• • 
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“Exhibit C.” 

(Counts of Interference No. 40,447.) 

Count 1. 1 n combination, a set of keys, calculating devices, con¬ 
nections adapted to be set up bv said keys for preliminarily selecting 
the calculating devices to be subsequently operated,, paying-oiut 
mechanism including coin-ejectors and connections whereby said 
ejectors may l>e preliminarily selected by the same keys for subse¬ 
quent effective operation, and a common actuating mechanism for 
concurrently actuating the ejectors and the calculating devices pre¬ 
liminarily selected by the keys, including a disabling connection for 
at will rendering the paying mechanism inoperative while the cal¬ 
culating devices are maintained in operative condition. 

Count 2. In combination, an accounting machine functionally 
complete in and by itself for performing accounting functions, said 
machine having manually operable keys adding devices severally 
adapted to l>e preliminarily set by said keys for subsequent 

24 selective actuation, and having also a main actuating mem- 
l>er common to all keys and adapted to operate the account¬ 
ing mechanism selectively pre-set for operation, a coin dispensing 
mechanism, organized as an individual structure and physically de¬ 
tachable from the accounting machine, and interconnections between 
said accounting machine and said coin dispensing mechanism 
whereby actuation of the former in its accounting capacity first 
effects selection of coin ejectors and thereafter effects ejection of 
money from the coin dispensing mechanism of an amount corre- 
sponding to the amount set up on the keys of the accounting machine 
including coupling mechanism whereby said machines may l>e 
connected to operate as a combined single machine or uncoupled 
so that one may be operated independently of the other. 

Count 3. In combination an accounting machine functionally 
complete in and by itself for performing accounting functions, a 
paying-out mechanism having its parts grouped into another distinct 
structure and adapted to be physically applied to or detached from 
said accounting machine and operative connections between co-re- 
lated parts of the two mechanims, whereby actuation of the ac¬ 
counting machine to perform accounting functions will actuate the 
paying-out mechanism to pay out amounts corresponding to the 
several accounting items transacted upon the accounting machine, 
including, coupling mechanism, whereby said machines may be con¬ 
nected to operate as a combined single machine, or uncoupled so that 
one may l>e operated independently of the other. 

25 Count 4. In combination, an accounting machine func¬ 
tionally complete in and by itself for performing accounting 

functions, comprising suitable decimal-system adding mechanism 
and having a series of keys running from 1 to 9 inclusive, for each 
denomination, a connection between the adding mechanism, and 
each series of keys, the keys of said accounting machine being sever¬ 
ally adapted to be preliminarily set to place corresponding connec- 
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tions controlled thereby in condition for subsequent selective actua¬ 
tion, a main actuating means common to all keys and adapted to 
operate simultaneously the accounting connections associated with 
such keys as may have been preliminarily set, a coin dispensing 
mechanism comprising coin receptacles and coin ejectors for the 
coin receptacles, and a means associated with each key of the ac¬ 
counting machine for selecting ejectors for ejecting an amount 
corresponding to the total represented by such key, said main 
actuating means including a disconnecting device for disabling tbe 
actuating connections between the accounting and the paying mech¬ 
anisms, whereby both mechanisms may be o|>erated conjointly as a 
combined single machine, or the one mechanism operated inde- 
pendently of, and without operating, the other. 

Count 5. In combination, a monov-paying out device, an account¬ 
ing machine provided with adding wheels and key actuated setting¬ 
up devices whereby groups of preliminarily selected adding wheels 
may be concurrently operated, said paving-out device being a dis¬ 
tinct unitary structure adapted to l>e l>odily associated with, 
26 and detached from the accounting machine, and intercon¬ 
nections for operatively associating said two machines to con¬ 
vert the operation of the calculating machine into concurrent opera¬ 
tion of the paving-out device, including coupling mechanism for 
throwing said machines into or out of gear with each other, whereby 
said machines may I>e connected to operate as a combined single ma¬ 
chine, or uncoupled so that one may be operated independently of 
the other. 

Count 6. The combination of a sot of keys, paying mechanism 
comprising a series of stationary coin chutes each adapted to receive 
a stack of coins of like value, devices associated with the coin chutes 
for ejecting coins from said chutes and setting-up connections oper¬ 
ated by said keys for selecting certain ejecting devices which are to 
l>e subsequentlv operated, accounting mechanism including indicat¬ 
ing devices and setting-up connections operated by the same keys for 
selecting the indicating devices whereby the latter may be subse¬ 
quently operated, a common actuating mechanism for concurrently 
operating the ejecting devices to deliver an amount in coin corre¬ 
sponding to such keys as have l>cen previously actuated and oper¬ 
ating the indicating devices to record the said amount, and totaling 
mechanism for adding a series of amounts paid out and indicated by 
successive movements of said keys and said common actuating mech¬ 
anism, said common actuating mechanism including coupling mech¬ 
anism, whereby the ejecting mechanism and the accounting mech¬ 
anism may be operated conjointly as a single mechanism or inde¬ 
pendently. 
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27 “Exhibit D.” 

(Decision of Examiners-in-Chief, Feb. 10, 1916.) 

Hearing Nov. 22, 1915. J. R. S. 

Appeal No. 8870. 

United States Patent Office, Feb. 10, 1916. 

Before the Examiners-in-Chief, on Appeal. 

In the Matter of the Interference Between the Application of Nelson 
White, William S. Overlin, and F. A. Bullington, Filed June 7, 
1912, Serial No. 702,164, and the Application of Nelson C. Ovaitt, 
Filed August 31, 1911, Serial No. 646,967. Interference No. 
37,937. 


Improvement in Paying Machines. 

Mr. J. F. Robb, attorney for White, Overlin and Bullington. 

Messrs. Offield, Toole, Graves & Offield, and Messrs. Foster, Free¬ 
man, Watson & Coit, attorneys for Ovaitt. 

This is an appeal from a decision of the law examiner holding 
that count 1 is unpatentable in view of the disclosure of the British 
patent to Hallama, No. 8490, of 1900, and also that none of the 
interferants have a right to make claims in the terms of the counts. 

We agree with the decision of the law examiner and therefore sus¬ 
tain both grounds of his decision. 

Limit of appeal: March 1, 1916. 

T. G. STEWARD, 

FRANK C. SKINNER, 
FAIRFAX BAYARD, 

Examinerd-in-Chief. 


3—3134a 
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28 J. R. IS. 

Appeal No. 8870. 

United States Patent Office, Fel>. 11, 1916. 

Before the Examiners-in-Chief, on Appeal. 

In the Matter of the Interference Between the Application of 
Nelson White, William S. Overlin, and F. A. Bullington, Filed 
June 7, 1912, Serial No. 702,164, and the Application of Nelson C. 
Ovaitt, Filed August 81, 1911, Serial No. 646,967. Interference 
No. 37,937. 

Improvement in Paying Machines. 

Mr. J. F. Robb, attorney for White, Overlin and Bullington. 

Messrs. Offield, Toole, Graves <fc OHield, and Messrs. Foster, Free¬ 
man, Watson & Ooit, attornevs for Ovaitt. 

The decision rendered February 10, 1916, inadvertently referred • 
to the British patent to Hallama, No. 8490, of 1900, instead of the 
British patent to Ileide, No. 8,882, of 1903, and is hereby amended 
to cite the latter instead of the former as an anticipation of count 1. 

T. G. STEWARD, 

FAIRFAX BAYARD, 

Exam iners-im-C hief. 


(Third member absent.) 
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29 “Exhibit E.” 

(Decision of Assistant Commissioner of Feb. 14, 1917.) 

Tn the United States Patent Office. 

Patent Interference No. 40,447. 

White, Overton, and Bullington 

v. 

Ovaitt. 

Petition. 

Paying Machines. 

Application of Nelson White, William S. Overton, and Frank A. 
Bullington. filed .Tune 7, 1912, No. 702,164. 

Application of Nelson C. Ovaitt filed August 31, 1911, No. 646,- 
967. 

Mr. John F. Rohb for White, Overton and Bullington. 

Messrs. Offield, Towle, Graves & Offield for Ovaitt. 

This is a petition that under the supervisory authority of the 
Commissioner this interference he dissolved. 

The petition is based on the ground that a prior interference in¬ 
volving the same applications was dissolved by the law examiner and 
that an appeal was taken from his decision to the examinere- 

30 in-chief, who affirmed that decision. 

The record of the prior interference shows that it was dis¬ 
solved on the eround that neither party could make the claims, it 
being held in the decision that the counts are “misdescriptive” of the 
construction of either party. The motion to dissolve which alleged 
lack of patentability was granted as to count 1 and denied as to 
counts 2 and 3, the law examiner stating that in considering this 
question 

* * * the counts, especially counts 1 and 2, have not been taken 

literally, but have been interpreted to refer to selective actuation of 
ejectors, rather than of keys, as stated in the counts. 

Following the decision of the examiners-in-chief the party Ovaitt 
presented an amendment which the primary examiner held put the 
case in condition for allowance, and he suggested certain claims to 
White et al. for the mirnose of interference. 

It would probably have been more expeditious for the party 
Ovaitt. to have moved to amend the original interference, setting up 
the holding of the law examiner as a ground for bringing the motion 
at that time, but his failure to do so does not afford any ground for 
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dissolving the interference as requested. The decision of the law ex¬ 
aminer appears to indicate that the applications disclose common 
patentable subject matter and the primary examiner has held that 
they do. 

The case is clearly distinguishable from ex parte Capen, cited by 
the moving party. 

The petition is denied. 

(Signed) R. F. WHITEHEAD, 

First Assistant Commissioner. 

Feb. 14, 1917. 
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♦ 


()rder for Rule to Show Cause. 

Filed April 4, 1917. 

♦ * * * * 


♦ 


Upon consideration of the petition filed herein on the 4th day of 
April, A. D. 1917, praying for a writ of mandamus against the said 
respondent, It is, bv the Court, this 4th day of April, A. I). 1917, 
Adjudged, ordered and decreed, that the respondent, Thomas 
Ewing, Commissioner of Patents, show cause, if any he have, on 
or before the 13th day of April, A. 1). 1917, at 10 o'clock, A. M., in 
this Court, why a writ of mandamus should not be issued as in 
said petition prayed, and why proceedings in Interference No. 40,- 
447 l)e not suspended pending a determination of this petition; pro¬ 
vided, a copy of this order and of said petition be served upon the 
said Commissioner of Patents on or before the 7th dav of April, 
A. D. 1917. 


F. L. SIDDONS, 

Justice. 


Respondent's Answer to Order to Shore Cause. 

Filed April 12, 1917. 

******* 

The Honorable, the Judges of the Supreme Court of the District of 
Columbia: 

The respondent, Thomas Ewing, Commissioner of Patents, in 
answer to the order to show cause why a writ of mandamus 
32 should not be issued and in answer to the petition says on 
information and belief: 

1, 3, 4. Respondent admits that White, Overlin and Rullington 
filed an application for patent which was given Serial No. 702,164, 
and that the records of the office show that this application was as¬ 
signed to the International Money Machine Company. 

2. Respondent admits that he is the Commissioner of Patents. 

5, 6, 7. Respondent admits the allegations of paragraphs 5, 6 
and 7. 
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8. Respondent has no information as to the allegations of para¬ 
graph 8. 

9. Respondent admits that the motion to amend and reform 
which had been filed a< alleged in paragraph 7, was withdrawn. 

10. Respondent admits that a motion to dissolve was filed on the 
ground that the issue of the interference was not patentable over 
the prior art and that such motion was set for hearing before the 
law examiner. 

11. Respondent admits that the law examiner rendered a decision 
dissolving the interference as alleged. 

Further answering resi>ondcnt points out that in this decision the 
law examiner held that neither party had a right to make the 
claims. In his decision the law examiner said: 

Careful consideration of the counts and the language in question 
leads to the conclusion that the counts are misdescriptive of the 
construction of either party. 

He further held that count 1 was not patentable over the 
83 British patent and that counts 2 and 3, if interpreted to 
refer to certain mechanism shown in the applications rather 
than to the specific recitation of the counts, were not met in the prior 
art. 

12. Respondent admits that the party Ovaitt filed no motions in 
interference No. 37,937. 

13. 14. The respondent admits that the party Ovaitt appealed 
from the decision of the law examiner to the examiners-in-chief, that 
the latter affirmed the decision of the law examiner, and that the 
party Ovaitt did not appeal from their decision, and that interference 
No. 37,937 therefore !>eoame dissolved for the reasons stated by the 
law examiner in his decision. 

15. The respondent admits that the party Ovaitt after the decision 
of the examiners-in-chief in interference No. 37,937 proceeded to 
prosecute his application ex parte before the primary examiner, but 
denies that under the circumstances such prosecution was improper 
or contrary to the rules of practice of the Patent Office. 

16. Respondent admits that the claims thus prosecuted by Ovaitt 
were suggested in the application of White, Overlin and Bullington 
for the purpose of interference, but denies that this was contrary 
to the rules of practice or that there was any reason why the appli¬ 
cants White, Overlin and Bullington should be notified that these 
claims had been presented by the party Ovaitt. 

17. The respondent admits that interference No. 40,447 was de¬ 
clared involving the application of Ovaitt and of White, Overlin 
and Bullington, but denies that such declaration was inadvertent 

or contrary to the rules. 

34 18. Respondent denies that applicant will be injured ir¬ 

reparably or otherwise if interference No. 40,447 is permitted 
io continue, and avers that the question whether certain of the 
counts of this interference can be made by both parties and are 
patentable over the prior art is one which can be considered on the 
motion to dissolve which has been heretofore filed by White, Overlin 
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and Bullington, and which lias been set for hearing before the law 
examiner. 

20, 21, 22. Respondent admits that Ovaitt would have had a right 
of appeal from the decision of the examiners-in-chief in interference 
No. 37,937, hut denies that by his failure to appeal the question 
of priority of invention l>ecame res adjudicata between the parties 
thereto. 

Respondent admits that a petition was filed asking that interfer¬ 
ence No. 40,447 be dissolved, and admits that this petition w r as de¬ 
nied, after hearing duly had, bv the First Assistant Commissioner of 
Patents. lie denies that by this action the relator had been deprived 
of any legal rights and denies that relator is without redress unless 
the writ of mandamus prayed for be granted. 

Further answering respondent avers that the question of the 
patentability of the counts of interference No. 40,447 will be con¬ 
sidered bv the law examiner on the motion to dissolve filed bv 
%/ 

White, Overlin and Bullington. 

In the case of U. S. ex rel. Newcomb Motor Co. v. Moore, 30 App. 
I). C., 464; 133 0. G., 1680, the Court of Appeals of the District of 
Columbia held that where a motion to dissolve had been granted 
by the examiner on the ground that one of the parties had no right 
to make the claim and that party did not appeal to the exam- 
35 iners-in-ehief, tbe interference was finally dissolved and could 
not be reinstated on the same issue. 

In the case of Gold v. Gold, 34 App. D. C., 229, 150 O. G., 570, 
the Court of Appeals held that where an interference had been dis¬ 
solved on the ground that the issue was not patentable and no ap¬ 
peal was taken therefrom, but the interference was subsequently es¬ 
tablished on other counts, the failure to appeal in the first interfer¬ 
ence did not render the question of patentability res adjudicata. 
They discussed the decision in Newcomb Motor Co. v. Moore, supra, 
pointed out the difference between the two cases, and said: 

We must hold that the question of patentability was not con¬ 
cluded by the decision of the original motion to dissolve the inter¬ 
ference on that ground. 

As stated above, the motion to dissolve filed in interference No. 
37,937 alleged that neither party could make the claims, and that 
the claims were not patentable, and the law examiner granted the 
motion on the first ground and on the second ground so far as 
count 1 was concerned. 

In the brief for White et al. on Ovaitt’s appeal in that interfer¬ 
ence it was stated: 

In this brief the appellee will endeavor to establish and maintain 
the following points: 

1. That the Law Examiner is correct in holding that the issue 
counts are misdeseriptive so that the parties have no right to make 
the same. 

“A claim which is inaccurate is not patentable.” In re Creveling, 
D. C. Court of Appeals, 117 O. G., 1167. 

2. That the counts of the issue each fail to define patentable in¬ 
vention. 
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Further answering respondent alleges that the question of 
36 patentability of the claims presented by Ovaitt after the de¬ 
cision of the examiners-in-chief in interference No. 37,037 
not being determined by the decision in that interference, and the 
primary examiner having found these claims patentable and to 
cover subject matter common to the two cases, it was his duty to 
declare the interference. 

In the interference No. 40,447 White, Overlin and Bullington 
have moved to dissolve as to counts 1, 3, 4, 5 and 6 either on the 
ground that the parties have no right to make these counts or that 
they are not patentable, but they have not moved to dissolve as to 
count 2, thereby admitting that count 2 is patentable and covers 
subject matter common to the two applications. 

And now having fully answered the said petition respondent prays 
that the rule to show cause against him be discharged and that he 
be hence dismissed with his reasonable costs. 

THOMAS EWING, 
Commissioner of Patents . 

THEODORE A. HOSTETLER, 

A ttorney. 


District of Columbia, ss : 

I, Thomas Ewing, depose and say that I have read the annexed 
answer by me subscribed and know the contents thereof; and that 
the statements of facts therein made as upon personal knowledge 
are true, and those made upon information and belief, I believe to 
be true. 

THOMAS EWING. 

37 Subscribed and sworn to before me this 12 day of April, 

1917. 

[seal.] W. BERTRAND ACKER, 

Notary Public in and for D. C. 


Order to Stay Proceedings. 

Filed April 13, 1917. 

******* 

Upon further consideration of the petition for mandamus filed in 
this cause on the 4th day of April, 1917, and of the affidavit of peti¬ 
tioner’s counsel filed herein on the 5th dav of April, 1917, it is this 
13th day of April, A. D. 1917, 

t Adjudged, ordered and decreed, that further proceedings in the 
United States Patent Office in Interference No. 40,447, be stayed 
until the determination of this cause. 

F. L. SIDDONS, 

Justice. 
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Motion for Judgment. 

Filed April 23, 1917. 

******* 

And now comes the relator, l>v John F. Robb, his attorney, and 
moves the Court for judgment for a peremptory writ of mandamus 
against the respondent, as prayed for in relator's petition, 
38 notwithstanding the return of the respondent herein. 

JOHN F. ROBB, 
Attorney for Relator. 

Service of a copy of the foregoing motion accepted this 21st day 
of April, A. D. 1917. 

THEODORE A. HOSTETLER, 

Attorney for Re&pondcnt. 

Washington, D. C., April 21, 1917. 


Opinion. 

Filed July 25, 1917. 

******* 

The relator in this case has filed its petition, praying for a writ 
of mandamus against the respondent Commissioner of Patents, com¬ 
manding him to dissolve a certain patent Interference, numbered 
40,447, and to vacate all ex parte and inter partes proceedings in re¬ 
spect to alleged interfering subject-matter of the applications of the 
relator and the other party to the interference proceeding, one Ovaitt, 
subsequent to the final dissolution of Interference No. 37.937; or, 
in the alternative, for such other and further relief as may seem just 
and meet. A rule to show cause was issued on the presentation of 
this petition and an application for such rule, and the respondent 
filed an answer to the rule to show cause which in terms is also an 
answer to the petition. Thereupon, the relator moved for 
39 judgment for a peremptory writ of mandamus, notwithstand¬ 
ing the respondent’s return. Oral arguments were made and 
briefs have been filed; and consideration having been given thereto, 
a disposition of the motion must now be made. 

Stating the case very briefly, it appears from the pleadings that 
during the prosecution of an application for letters patent instituted 
by the alleged inventors, who have since assigned their entire right, 
title and interest in and to the application to the relator, an inter¬ 
ference was declared bv the Commissioner of Patents between the 
application of the relator and the application of one Nelson C. Ovaitt, 
this interference being numbered 37,937. In accordance with the 
rules and practice of the Patent Office, preliminary statements were 
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filed by the parties to said Interference, and thereafter the relator 
made a motion to dissolve the Interference upon the ground that 
the parties thereto were without right to make the counts or issues 
of the interference, and that the issues set up were not patentable 
issues in view of the state of the prior art. 

The relator also made a motion to amend and reform the Inter¬ 
ference for the purpose of establishing proper issues, but on further 
investigation of the subject withdrew this motion to amend and 
reform, and under the practice prevailing, the motion was then dis¬ 
missed by the Patent Office. 

The motion or motions to dissolve the interference, however, were 
prosecuted by the relator, and these were grounded upon the absence 
of the right of the parties to make the counts or issues and upon the 
want of patentable issues in view of the state of the prior art. The 
issues in this Interference were presented in three counts, and 

40 on July 20, 1915, the Law Examiner rendered a judgment 
dissolving the interference as to all of the issues. So much 

of the motion as alleged lack of patentability was granted by the 
Examiner as to Count One, but denied as to Counts Two and Three; 
but as to all three counts, the examiner held that the ground of 
the motion which alleged lack of right of either party to make the 
counts was well founded; and for these reasons granted the motion 
of dissolution as to all counts. This action of the Law Examiner 
on appeal hv the party Ovaitt to the Board of Examiners in Chief 
was affirmed, and as no appeal was taken from its judgment, it be¬ 
came final on March 1, 1916, and the original Interference No. 
37,937 became and was finally dissolved and terminated. 

This resulted in the pending applications of both the relator and 
Ovaitt being remanded to the primary examiner, and ex parte prose¬ 
cution of these applications was resumed. Thereafter, Ovaitt intro¬ 
duced into his pending application certain new claims relating to 
subject-matter common to the applications of both the relator and 
Ovaitt; and Ovaitt further amended certain claims in his application 
along lines that, as alleged by the petitioner, were long previously 
suggested by the Law Examiner, whereby, it is said, “said claims 
covered subject-matter alleged to be common to his application and 
that of relator.” 

The insertion of these new claims and the amendments to other 
claims just mentioned were permitted, it is said, without the knowl¬ 
edge of the relator, and therefore there was no opportunity on its 
part to oppose the action. In this situation the primary examiner 
proposed Ovaitt’s new and amended claims to the relator and 

41 required it to insert these claims in his application within a 
specified time, or, in the event of a failure to do so, the said 

claims and their subject-matter would be considered as disclaimed 
by the relator. When this proposition was made to the relator, it 
was not informed or advised as to whose application contained the 
suggested claims, wherefore the relator, it is claimed, was compelled 
for fear of having a disclaimer operate against it, to insert the new 
and amended claims in its own application; and thereafter, over six 
months subsequent to the final dissolution of Interference No. 37,- 

4—3134a 
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937, a new Interference No. 40,447, of which complaint is made by 
the relator, was declared. This action is alleged by the relator to 
have been made inadvertently and by mistake of the Commissioner 
of Patents and without authority of law. The relator thereupon 
made a motion to dissolve this new Interference, which motion, after 
an inter partes hearing, was overruled. 

It is to put an end to this bust Interference that the relator seeks 
the aid of a writ of mandamus. 

The question that is presented bv the foregoing facts is whether or 
not the final judgment in the first Interference proceeding is res ad- 
judicata, at least as between the relator and the party Ovaitt. On be¬ 
half of the relator, it has been earnestly insisted, both in the course 
of the oral argument and in the exhaustive brief submitted, that it is, 
and that the action of the Commissioner of Patents in declaring 
this latter Interference is without warrant of law and is in derogation 
of the rights of the relator as established by the judgment in the 
first Interference. The respondent, on the other hand, in- 

42 sists that, because of the grounds upon which the tribunals 
of the Patent Office acted in the original Interference, the 

ca«<e was removed from the realm of a finally adjudicated matter, and 
reliance is based on the practice of the Patent Office long continued 
and on the decision of the Court of Appeals in the case of Gold v. 
Gold, 34 App. D. C. 229, to sustain the position taken by the respond¬ 
ent. 

It is to Ik? observed that the decision in the first Interference pro¬ 
ceeding held that as to count One, it disclosed a lack of patentability 
as to either of the parties to the Interference, and as to all three 
counts held that there was a lack of right of either party to make the 
counts. 

The Court of Appeals in Gold v. Gold, supra, held, among other 
things, that the question of patentability is not concluded by the 
decision on a motion to dissolve an Interference on the ground that 
the claim or claims are not patentable. It is to be noted that the de¬ 
cision on the first Interference followed the contentions of the re¬ 
lator on its motion or motions to dissolve, for, according to the 
seventh paragraph of its petition, the motion to dissolve was based 
upon the ground that the parties to the Interference were without 
right to make the counts or issues of the Interference, and, according 
to the tenth paragraph, that the ismes set up in the Interference were 
not patentable issues in view of the state of the prior art. The re¬ 
lator’s success on his motion or motions to dissolve sent the applica¬ 
tions back to the primary examiner for ex parte prosecution. 

While it is quite conceivable that repeated interference pro- 

43 eeedings with reject to pending applications might at any 
time work iniustice by wearing out one or the other of the 

parties to the interference and unnecessarilv prolong a determina¬ 
tion of the vital claims of annlicants for letters patent, the Court is 
not preoared to hold, even if it, were free to do so, which it doubts 
under the doctrine of Gold v. Gold, supra, that a decision in an inter¬ 
ference case upon issues made in the usual wav. where it is held that 
the subject-matter of the issues is not patentable or that the parties 
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to the interference making the issues had no right to make them, set¬ 
tles anything except that in the form that they were presented the 
result declared would be res adjudicata. No award of priority has 
taken place; nothing indeed settled by the decision excepting that 
in the form in which the issue was presented the results followed 
which the tribunals in the Patent Office announced. If it develops 
that by amendments to claims for letters patent, or by addition to 
such claims, a case is made out which would justify a declaration of 
interference, it is in the interest of applicants for letters patent, so 
long as the principle of interference proceedings is upheld, that they 
should take place, and if possible a result reached which shall have 
the quality, for all essential purposes, of res adjudicata. 

In view of the foregoing, while lamenting the delay that results 
in the prosecution of an cx parte application from the declaration of 
interference proceedings, it cannot be said that the Commissioner in 
proceeding in the manner in which he has, as disclosed by the plead¬ 
ings, has acted either in violation of the rules and regulations of the 
Patent Office or of the law. This l>eing so, the motion for judgment 
must be denied and the petition dismissed. 

44 At the oral argument the relator asked leave to file amend¬ 
ments to its petition, which was opposed by the respondent 

upon the ground that the proposed amendments are irrelevant to the 
issue presented hv the pleadings. The Court is of opinion that this 
opposition is well founded, and leave to amend is, therefore, denied. 
Motion for judgment denied and petition dismissed. 

F. L. SIDDONS, 

Justice . 

July 25, 1917. 

Supreme Court of the District of Columbia. 

Wednesday, July 25th, 1917. 

Session resumed pursuant to adjournment, Hon. F. L. Siddons, 
Justice presiding. 

******* 

Upon consideration of the motion of petitioner filed herein by his 
attorney of record, for judgment notwithstanding defendant’s return, 
it is ordered that said motion be, and the same is hereby overruled. 
.Thereupon, the petitioner moves for leave to apply within ten days 
for leave to fde an amendment to his petition, which is hereby 
granted. 

Friday, August 3rd, 1917. 

Session resumed pursuant to adjournment, Hon. William Hite, 
Justice presiding. 

******* 

By Judge Siddons. 

45 Comes now the petitioner by his attorney and upon motion, 
is hereby granted leave to forthwith file an amendment to his 

petition. 
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Amendment to Petition. 

Filed August 4, 1917. 

* * * * * * * 

Comes now the relator, International Money Machine Company, 
and by leave of Court first had and obtained amends its petition 
filed herein as follows: 

By inserting after “Thereafter” in line 5 of paragraph 15, these 
words “to wit: July 24, 1916.” 

By adding after paragraph 22 the following paragraphs num¬ 
bered 23 and 24, to be known as paragraphs 23 and 24, respectively: 

“23. The relator further alleges that during the period of time 
between July 31st, 1915, and July 31st, 1916, the relator spent 
vast sums of money, to wit: thirteen thousand, four hundred and 
seventeen dollars and thirty-three cents ($13,417.33) in the con¬ 
struction and upkeep of tools whereby to enable the relator to man¬ 
ufacture machines in accordance with its application for patent of 
White et al. involved in the dissolved patent interference No. 37,937, 
and now involved in re-declared patent interference No. 40,447, 
and that as regards the period of time between February 29th, 1916 
and July 31st, 1916 the relator spent vast sums of money, to wit: 
four thousand, three hundred thirty-eight dollars and ninety-two 
cents ($4,338.92) in the construction and upkeep of tools enabling 
the relator to manufacture machines of its application for patent 
previously identified. Relator further alleges that its books in 
46 relation to the maintenance of tool cost records are kept on 
the basis of entry of cost items in monthly totals, and there¬ 
fore the statements of expenditure of moneys as hereinbefore given 
are furnished in reference to those two periods of time which cor¬ 
respond as closely as practicable according to the relator’s books to 
the periods of time from July 20th, 1915, (the date of the Law 
Examiner’s decision dissolving patent interference No. 37,937) to 
July 24th, 1916 (the date on which the party Ovaitt in said inter¬ 
ference recommenced the prosecution of his application ex parte); 
and from March 1st, 1916 (the date on which the judgment of 
the Board of Examiners-in-Chief in said interference became final) 
to July 24th, 1916 (the date above identified), respectively. 

24. Relator further alleges that the tools described in paragraph 
23 are primarily useful to relator for making machines in accord¬ 
ance with features of its identified application which machines do 
not conflict with the counts held patentable by the Law Examiner 
in Interference No. 37.937; and that if the respondent is permitted 
to continue the new interference No. 40,447, the opponent of the 
relator will have been and may in the future be illegally and wrong¬ 
fully vested with the right to jeopardize indefinitely the usefulness 
of relator's business, and tools and machines aforesaid, and afforded 
renewed opportunities of harassing relator by appeals and other 
actions on matters which said opponent is estopped from again liti- 
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gating; all without warrant of law and to the irreparable injury of 
relator. 

INTERNATIONAL MONEY MACHINE CO., 

[seal.] 


By EI)W. C. BAKER, 

President. 


47 State of Pennsylvania, 

County of Berks, ss: 

E. C. Baker, l>eing duly sworn, deposes and says that he is the 
president of the International Money Machine Company, the rela¬ 
tor herein; that he has read the accompanying amendment to the 
petition of the relator and has subscribed to the same as president 
on behalf of said company, and knows the contents thereof; and 
that the same is true of his own knowledge except as to the mat¬ 
ters therein stated derived from information of others, and as to 
those matters he believes it to l>e true. 

EDW. C. BAKER. 

Subscribed and sworn to before me this 3rd day of May, 1917. 

[seal.] CIIAS. H. S. RHOADS, 

• Notary Public, Berks County, Pa. 

My Commission Expires Feb. 21st, 1919. 


Order to Show Cause. 

Filed August 15, 1917. 

***** * * 

Upon consideration of the petition of International Money Ma¬ 
chine Company filed herein on the 4th of April 1917, and the 
amendment to said petition filed herein on the 4th day of August, 
1917, praying for a writ of mandamus against the said respondent, 
It is, by the Court, this 15th day of August, 1917, 

48 Adjudged, ordered and decreed, that the respondent, Com¬ 

missioner of Patents, show cause, if any he have, the 24th 
day of August, 1917, at 10 o’clock A. M. in this Court, why a writ 
of mandamus should not be issued as in said amended petition 
prayed; provided a copy of this order and of the amendment to 
said petition be served upon the said Commissioner of Patents on 
or before the 16th dav of August, 1917. 

WILLIAM IIITZ, 

Justice. 


MarshaJ’s Return. 

Served a copy of the within order and amended petition on Com¬ 
missioner of Patents, Thos. Ewing, personally on August 15, 1917. 

MAURICE SPLAIN, 

U. S. Marshal. 
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Answer to Order to Show Cause. 

Filed August 24, 1917. 

* * * * * * * 

The Honorable the Judges of the Supreme Court of the District of 
Columbia: 

Now comes Robert F. Whitehead, First Assistant Commissioner 
of Patents, and shows the Court that Thomas Ewing, Com- 

49 missioner of Patents, mentioned in the Petition for Writ of 
Mandamus, has resigned and his successor has not yet been 

appointed, and that as the Acting Commissioner he files the answer 
to the order to show cause. 

That an amendment, identical with the amendment here sub¬ 
mitted, was presented by the Relator at the hearing at which the 
case was argued on the merits. The admission of the amendment 
was opposed by Respondent on the ground that paragraphs 23 and 
24 of the proposed amendment, whether true or not. are absolutely 
irrelevant to the issue. During the greater part of the year from 
Julv 31. 191;"). to July 31, 1913. during which Relator states he 
spent .$13,417.13, lie was under order to show cause why judgment 
should not he entered against him on the record in Interference 
No. 37,937. Relator was chargeable with knowledge under the 
practice announced under Gold v. Gold, 150 O. G., 570; 34 App. 
D. C., 229, that after the dissolution of interference No. 37,937, 
either party could prosecute his application ex parte before the 
primary examiner and that if patentable claims to the common 
subject matter were allowed, the interference would he redeelared. 

The admission of the amendment was denied bv Mr. Justice Sid- 
dons, opinion of July 25, 1917. in the following language: 

At the oral argument the relator asked leave to file amendments 
to its petition, which was opposed by the respondent upon the ground 
that the proposed amendments are irrelevant to the issue presented 
bv the pleadings. The Court is of opinion that this opposition is 
well founded, and leave to amend is, therefore, denied. 

Attention is respectfully called to the answer filed on or about 
April 4. 1917, and to the brief filed at the hearing which set 

50 forth the reasons whv the writ of Mandamus should not be 

% 

granted, which answer is to be considered as a part of this 

answer. 

It is respectfully submitted, in answer to the order to show cause 
“why a writ of mandamus should not he issued as in said amended 
petition prayed,that the petition should be denied because the mat¬ 
ter has l>een considered and a decision rendered July 25, 1917, by 
this Honorable Court denying the petition for Writ of Mandamus 
in the following language: 

In view of the foregoing, while lamenting the delay that results 
in the prosecution of an ex parte application from the declaration 
of interference proceedings, it cannot be said that the Commissioner 
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in proceeding in the manner in which he has, as disclosed by the 
pleadings, has acted either in violation of the rules and regulations 
of the Patent Office or of the law. This being so, the motion for 
judgment must be denied and the petition dismissed. 

ROBERT F. WHITEHEAD, 

Acting Commissioner of Patents. 

F. A. HOSTETLER, 

Attorney. 

District of Columbia, ss : 

I, Robert F. Whitehead, depose and say that I have read the an¬ 
nexed answer by me subscribed and know the contents thereof; and 
that the statements of facts therein made as upon personal knowledge 
are true, and those made upon information and belief, I believe to 
be true. 

ROBERT F. WHITEHEAD. 

Subscribed and sworn to before me this 24th dav of August, 1917. 
[seal.] R. J. STRONG, 

Notary Public in and for D. t C. 


51 Demurrer to Respondent's Answer. 

Filed September 4, 1917. 

******* 

Comes now the relator, by its attorney, and demurs to the amended 
answer of the respondent filed herein and says that the same is bad 
in substance. 

J. F. ROBB, 

Attorney for the Relator. 

Note. —Among the points to be argued are the following: 

1. The facts in the case of Gold v. Gold cited by respondent are 
not parallel with those of this cause. 

2. The respondent wholly evades the question of estoppel by 
laches created by the facts set up in the petition, and relator’s irrep¬ 
arable iniury. and therefore evades the authority of the Court of 
Appeals, D. C. in In re Capen, 43 Appeals D. C. 342. 

3. The respondent fails to state any facts constituting a valid de¬ 
fense to those of the relator’s petition showing that the provisions of 
Rule 109 have l>een wholly disregarded and set aside, by amending 
Interference No. 37937 without an inter partes hearing to which 
relator was entitled as matter of right and statute. 

4. The respondent does not even contend that all questions aris¬ 
ing ^Interference No. 40,447 were not put in issue in Interference 
No. 37937 and were or might have been adjudicated in the latter 

long since dissolved and permitted to remain dead by laches, 

52 rendering said issues res adjudicata. 

5. The contention in respondent’s amended answer, not 
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included in its original answer, that during the greater part of the 
year from July 31, 1915, to July 31, 191G (in which relator spent 
$13,417.13 on developing this type of its machines adjudicated as 
not patentable in Interference No. 37937), the relator was under 
rule to show cause is an incorrect conclusion of law. The record 
shows that the rule was issued Dec. 20, 1914, and applied only to 
subject matter of count 1; also that on July 20, 1915, the Law Ex¬ 
aminer rendered his decision entirely dissolving the interference as 
to said count so that at the time stated the relator was under no rule 
to show cause whatever. 

J. F. ROBB, 
Attorney for Relator. 

Theodore A. Hostetler, Es<j., Attorney for Respondent: 

Please take notice that the foregoing demurrer will be for hearing 
on the first motion day subsequent to the date of service hereof. 

J. F. ROBB, 
'Attorney for Relator. 

Service of a copy of the foregoing demurrer aceepted this 4th day 
of September, A. D. 1917. 

THEODORE A. HOSTETLER, 

Attorney for Respondent. 


53 Supreme Court of the District of Columbia. 

Thursday, October 4th, 1917. 

Session resumed pursuant to adjournment, Hon. William Ilitz, 
Justice presiding. 

******* 

Before Judge Siddons. 

This cause came on to he heard upon the petition and all other 
the proceedings herein, and the same is argued and submitted to the 
Court. Whereupon, the demurrer of the petitioner filed herein by 
his attorneys of record to the answer of defendant filed to said peti¬ 
tion as amended being considered, it is ordered that said demurrer 
be, and the same is hereby overruled. Wherefore, petitioner by his 
said attorneys eleeting to stand upon said demurrer, it is ordered 
that the rule to show cause issued herein be and the same is hereby 
discharged, the petition dismissed and considered that the defendant 
recover of petitioner his costs of defense to be taxed by the clerk and 
have execution thereof. 

From the foregoing, the petitioner bv his said attorneys, in open 
Court, notes an appeal to the Court of Appeals; whereupon the 
penalty of a bond for costs is hereby fixed in the sum of One Hun¬ 
dred Dollars. ($100.00), with leave to deposit the sum of Fifty Dol¬ 
lars ($50.00), with the clerk, in lieu thereof. 
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Memorandum. 

October 15, 1917.—$50 deposited in lieu of appeal bond. 


54 Motion to Substitute New Commissioner for Former One. 

Filed October 15, 1917. 

******* 

And now comes the relator, by John F. Robb, Esquire, its at¬ 
torney, and makes known to the Court that the Respondent Thomas 
Ewing has resigned the office of the Commissioner of Patents; and 
therefore prays that his successor James T. Newton, since appointed 
and now Commissioner of Patents, be substituted as respondent 
herein. 

JOHN F. ROBB, 
Attorney for Relator. 

Washington, D. C., October 10, 1917. 

* 

I consent to the substitution praved. 

J. T. NEWTON, 
Commissioner of Patents. 

Supreme Court of the District of Columbia. 

Tuesday, October 16th, 1917. 

Session resumed pursuant to adjournment, Hon. William Hitz, 
Justice presiding. 

* * * * * * * 

Comes now the petitioner by its attorney of record and suggests 
to the Court, the resignation of defendant Thomas Ewing, Esq., 

as Commissioner of Patents, and that James T. Newton, has 

55 been appointed as successor and moves that James T. Newton, 

Esq., be substituted as party defendant, in the place and stead 

of said Thomas Ewing, Esq., and with the consent of said James 
T. Newton, as Commissioner, said motion is granted and such sub¬ 
stitution is hereby made. 

Assignment of Errors. 

Filed October 16, 1917. 

******* 

Now comes the relator and assigns the following errors in the 
action and proceedings of the Supreme Court of the District of 
Columbia in the above cause: 

1. The Court erred in holding that notwithstanding every ques¬ 
tion in issue in Interference No. 40,447 was or might have been 
presented in Interference No. 37937, the final termination of the 

5—3134a 
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latter does not preclude the retrial of old Issues and presentation of 
new issues incident to Interference No. 40447. 

2. The Court erred in failing to hold that while a mandamus pro¬ 
ceeding is an action at law, it partakes of the nature of an equitable 
remedy, and therefore the abandonment of his right of appeal by 
Ovaitt, and his total failure to revive or present all issues during 
the life of Interference No. 37937, causing the relator to change 
his condition for the worse, created a clear and indisputable duty 
of respondent to vacate Interference No. 40447. 

3. The Court erred in totally ignoring the ruling of the Court of 
Appeals of the District of Columbia in In re Capen 43 App. D. C. 

342, interpreting Rule 109 of the Patent Office Rules of Prac- 
56 tice and establishing that estoppel by laches is applicable to 
finally dissolved patent interferences. 

4. The Court erred in not holding that the subject matter of 
count 1 of Interference No. 37937 is substantiallv the same as counts 

V 

1, 4 and 6 of Interference No. 40447, and having been duly ad¬ 
judicated as unpatentable the respondent is estopped from continu¬ 
ing an interference thereon on the ground of res ad judicata. 

5. The Court erred in failing to hold that Ovaitt’s election to 
stand on all issues as framed in Interference No. 37937, by appeal¬ 
ing from the adverse judgment of the Law Examiner, and subse¬ 
quently acquiescing in the final dissolution of said interference, 
abandoning in such interference those counts held patentable, 
estopped Ovaitt from thereafter, and ex parte, procuring a second 
interference on the identical subject matter of such issues. 

6. The Court erred in not holding that the respondent was with¬ 
out the right to nullify the provisions of Rules 109 and 122, which 
have the force of statute, and which guarantee to an interferant an 
inter partes hearing on a question involving the reformation of an 
interference. 

7. The Court erred in holding that the doctrines enunciated in 
Gold v. Gold, 34 App. I). C. 229 are controlling in this cause. 

8. The Court erred in overruling relator’s demurrer and dismiss¬ 
ing its petition. 

JOHN F. ROBB, 
Attorney for Relator. 

Washington, D. C., October —, 1917. 

57 Designation of Record. 

Filed October 16, 1917. 

******* 

The Clerk will please prepare a transcript of the record and pro¬ 
ceedings in the above entitled cause for appeal to the Court, of Ap¬ 
peals of the District of Columbia, to include the following papers 

and proceedings: 

1. Original Petition for Writ of Mandamus. 

2. Order to show’ cause of April 7th, 1917. . 

3. Order of April 13, 1917 staying proceedings in Interference 

No. 40447. 
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4. Respondent’s Answer to Order to Show Cause (Apr. 4, 1917). 

5. Motion for a peremptory writ of mandamus. 

6. Opinion of the Court, and order entered thereupon. 

7. Order granting leave to amend. 

8. Amendment to Petition of Relator. 

9. Order to Show Cause (August 15, 1917). 

10. Respondent’s Answer to Order to Show’ Cause issued August 
15, 1917. 

11. Demurrer of the relator to Answer of the respondent to 
Amended petition. 

12. Order overruling demurrer and dismissing amended petition. 

13. Memorandum of deposit of cash in lieu of appeal bond. 

14. Motion and Order Substituting Respondent. 

15. Assignment of Errors. 

58 16. This designation of record. 

Respectfully, 

JOHN F. ROBB, 
Attorney for Relator. 

Washington, I). C., October 16, 1917. 


Service of the foregoing designation of record acknowledged this 
16 dav of October, 1917. 


T. A. HOSTETLER, 
Attorney for the Respondent. 


59 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, John R. Young, Clerk of the Supreme Court of the District 
of Columbia, hereby certify the foregoing pages numbered from 1 
to 58, both inclusive, to be a true and correct transcript of the' 
record, according to directions of counsel herein filed, copy of 
which is made part of this transcript, in cause No. 60144 at Law, 
w’herein United States of America, ex rel. International Money 
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In tltr (Court of Apprata 

OF THE DISTRICT OF COLUMBfA. 

October Term, 1917. 


No. 3134. 

No. 22, Special Calendar. 


UNITED STATES OF AMERICA EX REL. INTER 
NATIONAL MONEY MACHINE COMPANY, 
APPELLANT, 

vs. 

JAMES T. NEWTON, COMMISSIONER OF 

PATENTS. 


APPEAL FROM THE SUPREME COURT OF THE 
DISTRICT OF COLUMBIA. 


BRIEF FOR APPELLANT. 


This is an appeal from a decision of the court below 
overruling appellant’s (relator’s) demurrer to appellee’s 
amended answer to the amended petition of the appellant 
asking for a writ of mandamus against the Commissioner 
of Patents and dismissing appellant’s amended petition. 

Statement of the Case. 

The averments of appellant’s amended petition sum¬ 
marized are as follows: The appellant, hereinafter called 
the relator, is the owner of a patent application of White 
et al. for an adding, listing and money paying machine. 
On September 29, 1914, Interference No. 37,937 was 
declared by the Commissioner of Patents between the 
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said application and that of one Nelson C. Ovaitt. The 
issues of this interference are relator’s Exhibit A (Rec., 
pp. 8 and 9), and are stated in three counts. 

At the commencement of said interference relator 
brought two motions, i. e., first, a motion to dissolve, 
based on lack of right of the parties to make the issue 
counts; second, a motion to reform the issues under 
rule 109 to include other and broader counts. Later, 
upon the conclusion of an exhaustive investigation of 
the prior art, relator withdrew its motion to reform be¬ 
cause the additional counts therein presented were not 
believed patentable. Relator then moved to dissolve 
mi the ground that the subjects-matter of the three 
issue counts were not patentable over the state of the 
prior art. 

After a duly constituted inter partes hearing the law 
examiner, July 20, 1915, granted relator’s motion and 
dissolved the interference as to all counts, his judgment 
being that the parties were not entitled to make the 
issues as framed because they were misdescriptive. At 
the same time, however, so that a decision on the merits 
of the counts as to patentability might not be delayed, 
the law examiner considered the counts as if relieved of 
their formal defects, and reading them in relation to 
their true substance, granted the relator’s last motion 
to the extent of dissolving the interference as to count 1, 
holding this count in substance not patentable over the 
prior art. Counts 2 and 3, viewed as to their substance, 
he decided to be patentable. This decision is relator’s 
Exhibit B (Rec., p. 10). The decision was possible be¬ 
cause relator suggested an interpretation of the issue 
counts as to substance, in its desire to have an early 
adjudication of the counts on their merits regarding 
patentability. 

From the decision of dissolution, dated July 20, 1915, 
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the relator’s opponent Ovaitt elected to stand on the 
issue counts as framed and appealed, maintaining that 
the counts were in proper form, and that count 1 was 
patentable in substance. 

Ovaitt’s appeal, heard inter paries by the Board of 
Examiners in Chief, resulted in an affirmance of the law 
examiner’s judgment of dissolution on all points, the de¬ 
cision of the Examiners in Chief being relator’s Exhibit 
D (Rec., p. 17) and dated February 10, 1916. A time 
limit (March 1, 1916) was set in which Ovaitt might 
again appeal. This limit expired without the appeal 
being filed, whereupon on March 1, 1916, the judgment 
of the law examiner became final dissolving Interference 
No. 37,937. 

Relator’s petition shows, and respondent admits, that 
at no time during the life of Interference No. 37,937 did 
the party Ovaitt make any effort to cause the issue counts 
to be amended, or to add any new counts. Therefore, 
since neither party asserted the two counts construed 
as patentable said interference became finally terminated. 
Thereafter, as customary, the applications of the re¬ 
spective parties were remanded to the primary examiner 
for ex parte prosecution. 

It appears that from March 1, 1916, the date when the 
dissolution became final, until July 24, 1916, a period of 
nearly five months, the party Ovaitt remained quiescent 
as regards the prosecution of his application of the dis¬ 
solved interference. On July 24, 1916, however, Ovaitt 
amended his application, the proceedings being ex parte , 
and introduced into his application a large number of 
claims approximately six of which were held to be read¬ 
able upon the invention of the White et al. application. 
Three of these six claims were substantially those of the 
counts of Interference 37,937; the other three were 
entirely new. These six claims the primary examiner 
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proposed to White et al., suggesting that they be made 
by them, and that the failure to make them would oper¬ 
ate as a disclaimer of their subject-matter. Without 
being advised as to whose application contained the 
claims, White et al. inserted them in the application of 
the relator. 

In due course, namely, on September 6, 1916, the re¬ 
spondent declared Interference No. 40,447, the parties 
being the same as those of Interference No. 37,937, and 
the subject-matter likewise identical excepting now em¬ 
bodied in six counts, Relator’s Exhibit C (Rec., p. 15). 

The relator on the above action was immediately con¬ 
fronted with the situation of litigating a second time the 
patentability of issues the subject-matter of which was 
already decided as not patentable, three of the new counts 
of Interference No. 40,447 being like count 1 of Inter¬ 
ference No. 37,937; and also litigating priority as to the 
subject-matter of other counts which had been aban¬ 
doned by Ovaitt and the relator incident to conclusion 
•of the original interference. 

The relator also shows by its petition that after the 
declaration of Interference No. 40,447, to wit, on Janu¬ 
ary 11, 1917, relator petitioned the Commissioner of 
Patents to exercise his supervisory authority and vacate 
Interference No. 40,447 on the ground that the same is 
practically a mere illegal reformation of Interference No. 
37,937, established on ex parte hearing in derogation of 
rules 109 and 122 of the Patent Office, and in derogation 
of the spirit of the decision of the Court of Appeals of 
the District of Columbia in In re Capon, App. D. C., 
3\2, involving estoppel by laches and res adjudicata. 
This petition was denied by the respondent in a decision 
constituting relator's Exhibit E (Rec., p. 19). 

It is also shown that because of respondent’s declara¬ 
tion of the new Interference No. 40,447 relator has suf- 
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fered and is now suffering irreparable injury and injustice, 
consisting not only in having to litigate again matters 
which were or might have been litigated in Interference 
No. 37,937, but a special injury and injustice. The 
special injury is the fact that during the period from 
July 31, 1915, when the law examiner declared the sub¬ 
stance of count 1 of Interference No. 37,937 not patent- 
able, until July 31, 1916, approximately when the party 
Ovaitt sought ex parte to procure another interference, 
the relator spent vast sums of money, to wit, 813,417.13, 
in developing the type of machine covered by said 
count 1, which count is now virtually reconstituted as 
an issue of new Interference No. 40,447. The type of 
machine of said count 1 is quite distinct from the con¬ 
struction of the machine of counts 2 and 3 of the first 
interference. Or if Ovaitt’s election to stand on the 
issues of Interference No. 37,937 be held to date from 
March 1, 1916, at which time the dissolution became 
final and the interference dead, then relator’s injury is 
alleged as involving the expenditure of vast sums of 
money, to wit, 84,338.92 for manufacture of the machine 
of said unpatentable count 1 during the period from 
March 1, 1916, to approximately July 31, 1916, when 
Interference No. 37,937 was wholly dead and relator’s 
opponent Ovaitt sitting passive without effort to even 
re-establish the interference either ex parte or inter partes. 

It is contended that since the relator and Ovaitt did 
not see fit during the life of Interference No. 37,937 to 
continue the same by making the two counts 2 and 3, 
these were abandoned, and whether they were or not 
the relator was within its rights to consider the adjudi¬ 
cation of count 1 as final, and go ahead with its work on 
machines of the count without any issue corresponding 
with the count or its subject-matter being set up in an 
entirely new proceeding. 
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The petition also shows that if Interference No. 
40,447 is permitted to continue the opponent of the 
relator will be wrongfully vested with the right to 
jeopardize indefinitely the business of the relator and its 
rights in and under its application of White et al., and 
will be afforded renewed opportunities of harassing the 
relator by new appeals and other actions precluded in 
Interference No. 37,937, but given new being in contra¬ 
diction of established rules through the promulgation 
of new Interference No. 40,447. 

The respondent’s position seems to be that there is 
no limitation upon his authority to declare interferences 
save, perhaps, as determined by the well-known case of 
U. S. ex rel. Newcomb Motor Co. vs. Moore, 30 Appeals 
D. C., 464, and that the law of estoppel by election, res 
adjudicata, and laches does not apply to the facts of this 
case. 

The relator, on the other hand, depends primarily 
upon the estoppels referred to to establish its right to 
the mandamus writ, maintaining that otherwise there is 
a failure of justice. 

The writ of mandamus is a summary remedy, 
for want of a specific one, where there would other¬ 
wise be a failure of justice. It is based on reasons 
of public policy. It is compared to a bill in equity 
for specific performance. 

State vs. Graves, 19 Md., 351. 

The court below apparently concurred with respond¬ 
ent’s contentions, while deprecating the necessity of so 
doing, and entirely ignored the estoppels mentioned and 
specifically treated hereinafter. 

Assignment of Errors. 

1. The court erred in holding that notwithstanding 
every question in issue in Interference No. 40,447 was 
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or might have been presented in Interference No. 37,937, 
the final termination of the latter does not preclude the 
retrial of old issues and presentation of new issues inci¬ 
dent to Interference No. 40,447. 

2. The court erred in failing to hold that while a man¬ 
damus proceeding is an action at law, it partakes of the 
nature of an equitable remedy, and therefore the aban¬ 
donment of his right of appeal by Ovaitt, and his total 
failure to revive or present all issues during the life oi 
Interference No. 37,937, causing the relator to change 
his condition for the worse, created a clear and indis¬ 
putable duty of respondent to vacate Interference No. 
40,447. 

3. The court erred in totally ignoring the ruling of the 
Court of Appeals of the District of Columbia in In re 
Capen, 43 App. D. C., 342, interpreting rule 109 of the 
Patent Office Rules of Practice and establishing that 
estoppel by laches is applicable to finally dissolve patent 
interferences. 

4. The court erred in not holding that the subject- 
matter of count 1 of Interference No. 37,937 is sub. 
stantially the same as counts 1, 4 and 6 of Interference 
No. 40,447, and having been duly adjudicated as un¬ 
patentable the respondent is estopped from continuing 
an interference thereon on the ground of res adjudicata. 

5. The court erred in failing to hold that Ovaitt’s 
election to stand on all issues as framed in Interference 
No. 37,937, by appealing from the adverse judgment oi 
the law examiner, and subsequently acquiescing in the 
final dissolution of said interference, abandoning in such 
interference those counts held patentable, estopped 
Ovaitt from thereafter, and ex parte, procuring a second 
interference on the identical subject-matter of such 
issues. 
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6. The court erred in not holding that the respondent 
was without the right to nullify the provisions of rules 
109 and 122, which have the force of statute, and which 
guarantee to an interferant an inter partes hearing on a 
question involving the reformation of an interference. 

7. The court erred in holding that the doctrines 
enunciated in Gold vs. Gold, 34 App. D. C., 229, are 
controlling in this cause. 

8. The court erred in overruling relator's demurrer 
and dismissing its petition. 

Questions of Law Involved. 

The facts in this cause are not in controversy having 
to do primarily with matters of record as set forth in 
undenied portions of relator’s petition and the annexed 
exhibits. 

The questions presented have to do almost solely with 
the propositions of the legalit}' of the respondent’s 
method of reforming Interference No. 37,937 by declar¬ 
ing the separate new Interference No. 40,447, and the 
application of the law of estoppel by res ad judicata, 
election and laches. 

A general understanding of the inventions in issue is 
necessary to a decision on one or more of the questions 
above stated. 

Subject-Matter of Interference No. 37,937. 

(Three Counts.) 

The machines of both parties may be said to comprise 
an accounting machine with its handle or actuator 
(practically an ordinary commercial adding machine) as 
one section, a mechanism containing coins to be paid 
out and having ejectors to do this work, as a second 
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section, and a connection between the accounting 
machine and paying-out mechanism which when opera¬ 
tive causes the two sections to work together as one 
machine, but which when disabled permits the adding 
machine to be operated without operating the paying- 
out mechanism. When said connection is operative, the 
accounting machine and paying machine work together 
as one, amounts of coins being paid out corresponding 
with amounts set up and accumulated on the accounting 
machine. By disabling said connection the accounting 
machine may operate alone. This is one main feature. 
A second main feature resides in making the accounting 
and paying sections separable or physically detachable 
so that the accounting section may be taken away and 
used alone. 

The issue counts as they read on the machines when 
considered on their merits by the law examiner may be 
divided into two groups. 

Group 1 (Disabling Feature). 

Count 1: 

In combination, an accounting machine pro¬ 
vided with a set of manually operable keys, 
coin receptacles, ejectors for the coin receptacles, 
means associated with each key for selecting 
ejectors for ejecting money corresponding to 
the total represented by such key, means for 
preliminarily setting up for subsequent simul¬ 
taneous operation any desired number of keys, 
means common to all keys for actuating in unison 
all of said set-up devices, and means for disability 
the actuating connection between the accounting 
and the paying mechanisms , whereby both mechan¬ 
isms may be operated conjointly as a combined 
single machine, or the one mechanism operated 
independently of the other. 
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As illustrative of the machine of this count, reference 
is made to the following diagrammatic view: 





C. Disabling Connection. 

Machine covered by count 1 of Interference No. 37,937. 
Machine covered by counts 1, 4 and 6 of Interference 
40,447. 

Note —This machine is manufactured bv the relator. 

%/ 

No dispute has arisen on the point that the novelty 
of this count when Interference No. 37,937 started, was 
deemed to reside in the disabling feature affording inde¬ 
pendence of action of one of the mechanisms. It was 
thus stated in the decision of the law examiner, “Count 
i includes the disabling feature broadly . . . 

Relator’s Exhibit “B’’ (Record, p. 11). 

Group 2 ( Feature : Physical Detachability of Account¬ 
ing and Paying Mechanisms). 

Count 2: 

In combination, an accounting machine func¬ 
tionally complete in and by itself for performing 
accounting functions, said machine having manu- 
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ually operable keys severally adapted to be pre¬ 
liminarily set for subsequent selective actuation, 
and having also a main actuating member 
common to all keys and adapted to operate the 
accounting mechanism selectively pre-set for 
operation, a coin dispensing mechanism, organized 
as an individual structure and physically detachable 
from the accounting machine , interconnections 
between said accounting machine and said coin 
dispensing mechanism whereby actuation of the 
former in its accounting capacity first effects 
selection of coin ejectors and thereafter effects 
ejection of money from the coin dispensing 
mechanism of an amount corresponding to the 
amount set up on the keys of the accounting 
machine, and coupling mechanism whereby said 
machines may be connected to operate as a com¬ 
bined single machine, or uncoupled so that one 
may be operated independently of the other. 

Count 3: 

In combination, an accounting machine func¬ 
tionally complete in and by itself for performing- 
accounting functions, a paying out mechanism 
having its parts grouped into another distinct 
structure and adapted to be physically applied 
to or detached from said accounting machine , 
operative connections between co-related parts 
of the two mechanisms, whereby actuation of 
the accounting machine to perform accounting 
functions will actuate the paying-out mechanism 
to pay out amounts corresponding to the several 
accounting items transacted upon the accounting 
machine, and coupling mechanism whereby said 
machines may be connected to operate as a com¬ 
bined single machine, or uncoupled so that one 
may be operated independently of the other. 

As illustrative of the machine of counts 2 and 3, refer¬ 
ence is made to the following views, Diagram B and 

Diagram B-B. 




A. Paying Mechanism. 

B. Accounting Machine. 

C. Disabling Connection. 

D. Detachable connections permitting physi¬ 
cal detachment of accounting and paying mechanisms. 

Machine covered by counts 2 and 3 of Interference 
No. 37,937. 
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Machine covered by counts 2, 3 and 5 of Interference 
No. 40,447. 

Note —This machine is not manufactured by the 
relator. 

Diagram B-B.—View separated or detached. 

The novelty alleged as to counts 2 and 3 resided in 
the separability of the accounting and paying mechan¬ 
isms in addition to the disabling coupling mechanism, 
and was characterized thus by the law examiner, “. . . 
while counts 2 and 3 contain certain limitations as to 
the character of the connections between the accounting 
and paying out mechanisms” (Record, page 11). 

Subject-Matter of Interference No. 47,447 Classified. 

(Six Counts.) 

The counts are set forth in the record, pages 15 and 
16, and are not therefore repeated. 

Group 1 (Disabling Feature). Counts 1, 4, 
and 6. 

Group 2 (Physical Detachability of Accounting 
and Paying Sections). Counts 2, 3, and 5. 

Coin par alive Classification. 

Interference No. 37,937. Interference No. 40,447. 

Count 1 (same subject-matter) Counts 1, 4, and 6. 

Counts 2 and 3 (same subject-matter) Counts 2, 3, 
and 5. 

Legality of Establishment of Interference No. 40,447. 

In Interference No. 37,937 the relator with all diligence 
possible, and at heavy expense for exhaustive research, 
placed in issue by procedure especially provided for 
under the Patent Rules of Practice (Rule 122, Record, 
page 6), the patentability of the issue counts. Recogniz¬ 
ing the obligation of complete framing of issues at the 
commencement of the interference because of the rigid 
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terms and application of Rule 109 of the Patent Rules 
(Record, page 5), the relator likewise promptly submitted 
new counts for reformation of the interference, with¬ 
drawn, however, when the state of the art was ascer¬ 
tained. 

These steps taken with dispatch were necessary, first, 
because the Patent Rules so stringently required, and 
secondly, because the relator in its protection considered 
a decision needed as regards the extent of the litigable 
subjects-matter between it and its opponent. 

The contention here is that the framing of all issues 
between the party Ovaitt and the relator, and the patent¬ 
ability of all issues were matters on which the parties 
joined issue in accordance with established rules of 
practice, in Interference No. 37,937; that a decision 
was duly rendered on such matters, and upon election 
of the party Ovaitt to stand on the issues as framed, 
w’as affirmed on appeal, and that by the decisions of the 
patent office tribunals the subject-matter of count 1 
was held not patentable, and that of the other two 
counts patentable. 

It is the further contention that when the judgment 
dissolving Interference No. 37,937 became final March 
1, 1916, as a result of the failure of Ovaitt to further 
appeal, the following situation was created. The Com¬ 
missioner of Patents had discharged his duty and exer¬ 
cised the only discretion vested in him under section 
4904 of the Revised Statutes, by declaring an interfer¬ 
ence between parties whose applications had subject- 
matter in common. The subject-matter adjudged un¬ 
patentable was of course eliminated from the contro¬ 
versy, and the subject-tnatter held patentable was 
abandoned by each party because neither proceeded 
according to rules (Rules 109 and 122, Record, pages 5 
and 6), having the force of statute, to reform the Inter¬ 
ference No. 37,937 during the life thereof. This position 



15 


is based upon In re Capen, 43 Appeals D. C., 342. And 
it is submitted that there is but one way to reform a 
patent interference; namely, under those statutory ruler 
which establish the method, in the absence of explicit 
provisions of the statute as in the present instance. 
Were this not true there would be little value in the 
rules, infraction of which has been committed by respond¬ 
ent. 

Thus the dissolution of Interference No. 37,937 left 
the parties with certain common subject-matter of their 
applications finally adjudged unpatentable, and other 
matter evidently not considered by either party worth;/ 
of litigation and therefore abandoned. And neither 
party thereafter had the right under the rules and a 
common sense interpretation thereof, to make a single 
claim in his application broad enough to cover the 
machine of his opponent. The law , the rules of practice, 
and respondent's action declaring Interference A o. 37,937 
gave each party an ample opportunity to do this during 
the period of the interference so that if he entered such a 
claim it would be subject to prompt trial upon the question 
of its patentability and appropriateness as an issue, and 
dissolution or an award of priority result in regular 
course in a single interference. 

The foregoing is believed a logical survey of the proper 
workings of interference practice when operated in 
accordance with the terms and spirit of the statute and 
statutory rules, which are not believed susceptible of 
being flexed this or that way at the whim of the Com¬ 
missioner of Patents. Otherwise, patent interferants 
may never be advised as to when the framing of issues 
is complete, as to when a judgment on matters placed 
in issue is after fair trial on the merits final, and as to 
how many different patent interferences involving iden¬ 
tical parties and subjects-matter may be declared by 
the patent office. And the situation last suggested 
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must arise if the procedure in the present cause is held 
valid by this Honorable Court, notwithstanding that 
the law and rules contain no indefiniteness of terms, 
and create a duty on the part of the respondent to 
declare only one interference between the same parties 
and the same subject-matter, if In re Capen is to be 
followed. 

The hardship suffered and the irreparable injury 
incurred by the relator is additionally this: The opponent 
of the relator has been permitted by ex parte action to 
obtain a second interference and the parties thereto, 
as well as the subjects-matter thereof are the same as 
in the first dissolved interference. 

The relator’s diligence, expense, and effort in obtain¬ 
ing an adjudication of what was patentable and what 
was not patentable in the first interference, put forth 
in good faith, has been practically rendered of no avail, 
and these questions will be again adjudicated if the writ 
of mandamus is not issued. In fact, such readjudication 
lias already started but awaits the decision in this cause. 

Again, the relator having by regular and orderly 
procedure obtained a judgment of the respondent that 
certain originally interfering subject-matter is not patent- 
able, accepted said judgment as authoritative, and when 
final, a- fina\ and expended large sums of money in its be¬ 
half, and in behalf of the public, to market a machine which 
would not conflict with the subject-matter of the inter¬ 
ference which the respondent held patentable and for 
which a patent might issue to another. It is reiterated 
that when the established Interference No. 37,937 was 
finally dissolved relator had good reason to believe its 
application was beyond the pale of possible conflict, 
even respecting matter which was adjudged patentable 
by the respondent, let alone subject-matter adjudicated 
as not patentable. 
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At this stage relator becomes confronted with new 
Interference No. 40,447, containing old issues and entirely 
new and unsuspected ones for the subject-matter of 
the old issues, and representing a mere reformation of 
an original interference established in defiance of the 
rules and authorities. 

It is interesting, too, to note that at the hearing of 
this cause before the trial court, the court pertinently 
made inquiry of counsel for the respondent as to whether 
if the relator obtained another dissolution as to the 
subject-matter of Interference No. 40,447, the respondent 
considered himself to have the right to declare still 
another interference. The answer was in the affirmative. 

Interference No. 40,447 is submitted as illegal because 
it is a reformation of Interference No. 37,937, and was 
obtained on ex parte application whereas the then Rules 
109 and 122 provided for an inter partes hearing on motion 
for a reformation of an interference; because it gives 
a new right of appeal to relator’s opponent (from a 
new judgment of dissolution if rendered) which right, 
of appeal became exhausted in Interference No. 37,937, 
and because all issues therein framed are either res 
adjudicata or abandoned, or both, as will be treated 
more in detail hereinafter. That Interference No. 
40,447 is recognized as a mere reformation of dissolved 
Interference No. 37,937 irregularly obtained, is shown 
by the words of the Assistant Commissioner in his 
decision Relator’s Exhibit “E” (Record, page 19), wherein 
he says: 

"It would probably have been more expedi¬ 
tious for the party Ovaitt to have moved to 
amend the original interference, setting up the 
holding of the law examiner as a ground for 
bringing the motion at that time, but his failure 
to do so does not afford any ground for dissolving 
the interference as requested/’ 
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In the case of United States of America ex rd. The 
Newcomb Motor Co. vs. Moore Commissioner of 
Patents, 30 App. D. (\, 404, the court by Mr. Justice 
Robb characterized the substitution of cx parlc procedure 
for inter partes procedure like in this cause, in the 
following language: 

“I am of the opinion that the proceedings in 
the Thomson application since the withdrawal 
of the appeal to the examiners-in-chief in the 
interference were contrary to the evident spirit 
of the rules, and that to sustain such proceedings 
would he in opposition to the requirements of 
good practice and to the interests of applicants 
generally. If parties can waive their rights of 
inter partes appeal in the interference and then 
proceed by ex parte appeals to try the same ques¬ 
tions which they could have tried by the inter 
partes appeals, the provision of Rule 124 that 
appeals shall he heard inter partes is rendered 
ineffective. If the inter partes hearing on appeal 
is to he escaped the usefulness of motions for 
dissolution will he slight except in those cases 
where parties voluntarily take the inter partes 
appeal. Why should motions he brought or 
even permitted if decisions granting them can 
be set aside upon appeal without opportunity 
for the moving parties to he heard and presumably 
to a large extent without consideration upon 
which the conclusions appealed from are based? 
It is not sufficient answer to sav that if the de- 
cision of the Primary Examiner is reversed the 
motion may be brought again when the inter¬ 
ference is reinstated or redeclared: if reinstated, 
a new motion brought and granted would pre¬ 
sumably he followed by another ex parte appeal 
and another reversal of the decision. There would 
he no logical conclusion to such proceedings and 
to permit them would be absurd. The practice 
of permitting motions for dissolution to he brought 
is believed to be good. If appeals upon these 
motions are to be permitted, the prosecution 
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thereof must be inter partes to save the whole 
proceedings upon the motion from becoming 
farcical. The rules at present do provide for 
appeals and it is not deemed expedient to change 
them in this respect at the present time.” 

The foregoing appears to be a holding interpreting 
the rules and having no necessary relation to the fact 
that in the Newcomb case the basis for dissolution was 
not that of patentability. In the case now at bar the 
law examiner and examiners-in-chief held the subject- 
matter of count 1 unpatentable and yet ex parte the 
party Ovaitt convinces the primary examiner such 
subject-matter is patentable, without appeal it is true, 
and thereupon causes an interference to be reformed 
with said count and additional counts. The principle 
of procedure is certainly that deprecated in the words 
of the court just quoted, and improper for the cogent 
reasons stated. 

Estoppel By Election and Laches. 

Already in this brief there has been presented as facts 
establishing the relations of the parties to these inter¬ 
ferences, that on the strength of the proceedings and 
judgment in Interference 37,937 the relator proceeded 
at heavy expense with manufacture of machines of a 
type held unpatentable by the respondent to the extent 
of a final judgment. This machine is that of Diagram A. 
supra. In other words, in view of such judgment and 
the accepted procedure of patent interferences relator 
was in a position to market the machine of count 1 of 
interference without likelihood of a controlling patent 
with this count or its substantial subject-matter being 
a bar to future operations as might have resulted if 
relator’s motion on the ground of unpatentability, or a 
contest on priority, had resulted unfavorably to it. 




20 


Accepting the judgment as final the facts show that 
relator changed its condition for the worse and under 
the law of estoppel, a law which in this case was effective 
as against both relator and his opponent, Ovaitt is pre¬ 
cluded, notwithstanding the illegal and unusual pro¬ 
ceedings in this cause, from reasserting counts of the 
Interference No. 37,937, or any counts establishing a 
second conflict. 

“Equitable estoppel is the effect of the volun¬ 
tary conduct of a party, whereby he is absolutely 
precluded, both at law and in equity, from assert¬ 
ing rights which might have perhaps otherwise 
existed, either of property, of contract, or of 
remedy, as against another person who has in 
good faith relied upon such conduct, and has 
been led thereby to change his condition for the 
worse, and who, on his part, acquires some cor¬ 
responding right, either of property, of contract, 
or of remedy.” The Alberto (U. S.), 24 Fed., 
379, 383; Richardson vs. Olivier (U. S.), 105 
Fed., 277, 282, 44 C. C. A., 468, 53 L. R. A., 113; 
The Ottumwa Belle (U. S.), 78 Fed., 643, 647. 

“It is not essential to an estoppel in pais that 
there should have been an intention to deceive.” 
Crawford vs. Lockwood (N. Y.), How. Prac., 
547, 548. 

“Negligent silence may work an estoppel as 
effectually as an express representation. So, too, 
acts or conduct, though nothing is said, if they 
are calculated to mislead, and do in fact mislead, 
will work an estoppel, notwithstanding there 
was not intention to do so.” Tobias vs. Morris, 
28 South., 517, 522, 126 Ala., 535. 

“We think that an estoppel may arise from 
admissions and declarations made without any 
fraudulent purpose. The circumstances may be 
such that good conscience and honest dealing 
may require a party to bear the consequence of 
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his own negligent mistake, instead of throwing 
the resulting losses upon another whom he has 
misled.” Ensel vs. Levy, 19 N. E., 597, 599, 46 
Ohio St., 255. 

Ovaitt and the relator made no effort to reform the 
Interference No. 37,937 during its pendency (relator’s 
motion to this end being withdrawn); they were both 
estopped thereafter as regards ex parte effort or even 
inter paries effort to such end, once Interference No. 
37,937 became finalty dissolved and concluded, owing 
to the provisions of Rule 109 of the Patent Office. The 
court of last appeal in the case cited and the Patent 
Office have held according to the above contention. 

The case most clearly supporting this position relative 
to the second estoppel is In re Capen , 43 App. D. C. y 
343. This was a case squarely presenting two apparently 
separate and distinct estoppels. The first estoppel was 
that of res ad judicata based upon the facts that in an 
interference Capen was denied the right to make certain 
claims. He appealed and losing, the interference became 
finally dissolved. Thereafter Capen presented ex parte 
counts broader than those in the interference, and also 
presented duplicates of the interference counts. There 
can be no doubt but that as to the interference counts, 
and doubtless the new counts, the doctrine of res ad judi¬ 
cata laid down in the well-known case of United States 
of America ex rel. The Newcomb Motor Company vs. 
Moore, Commissioner of Patents, supra , was applicable. 
But the primary examiner refused to admit the new 
claims and redeclare the interference on the old claims 
or counts on the ground of estoppel by laches incident to 
failure to follow the procedure prescribed in Rule 109. 
The Commissioner on Capen’s petition held: 

“The Examiner properly refused to redeclare 
the interference. It is not necessary to decide 
how long after the time fixed by Rule 109 applicant 
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could have presented other claims, with the 
request to have them made part of the issue of 
the interference, but certainly if such action was 
desired it should have been taken while the 
interference was pending, in order that the ques¬ 
tion of the admissibility of these claims could 
have been ruled on inter paries , and applicant can 
not now be allowed these claims. The cases cited 
in the brief are not in point, since in each of them 
a motion to present the new claims was brought 
during the progress of the interference and the only 
question was whether the showing made by the 
record was sufficient to excuse the delay in present¬ 
ing the claims (Italics ours.) 

The case then went to the Court of Appeals (citation 
supra), and the court affirmed the action of the Com¬ 
missioner, first, on the ground that Capen actually had 
not the right to make the issue counts, and secondly, 
in view of the estoppel by laches thus stated by the 
court: 

‘‘Rule 109 permits any party to an interference 
at any time within thirty days after preliminary 
statements have been received and approved to 
file an amendment to his application containing 
any claims which in his opinion should be made 
the basis of an interference between himself and 
any of the other parties. It is made the duty of 
the Examiner of Interferences to transmit the 
claims thus proposed to the Primary Examiner 
for his determination. If the claims are allowed 
the interference will be redeclared, or other inter¬ 
ferences will be declared, to include the new claims. 
The object of this rule obviously is to require 
the parties to an interference to have determined 
in that proceeding all rights growing out of their 
respective applications. In other words, the rule 
affords either party to an interference full oppor¬ 
tunity to put in issue matter which he may think 
patentable or common to the interfering appli¬ 
cations, but which was not included in the 
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interference as originally declared by the Primary 
Examiner. In this case appellant did not comply 
with the rules of the office and file an amendment 
containing these claims prior to the dissolution 
of the interference. We therefore agree with 
the Patent Office that he was thereafter estopped 
to urge them.” 

In his decision in this cause Relator’s Exhibit “E ’ 
(Record, page 15), the respondent suggested that re¬ 
lator’s case was clearly distinguishable from In re Capeij, 
but did not indicate the distinctions. There is a clear 
distinction as to the estoppel of res adjudicata which in 
Capen’s case really constituted an award of priority to 
his opponent under the ruling in the Newcomb Motor 
Co. case. But there is no distinction between relator’s 
and Capen’s case as to the estoppel by laches incident 
to the operation of Rule 109 of the Patent Office and 
the obligations of interferants thereunder. 

So far as the court’s dictum in the Capen case is 
understood, every contention as regards the estoppel 
by laches, raised by counsel for respondent (appellee 
here) in arguing that case before the court, applies to 
the present case of the relator. Exemplifying this we 
thus quote from the brief on behalf of the Commissioner 
of Patents in In re Capen: 

Claims 7, 8, 9, 10 and 11. 

“Claims 7, 8, 9, 10 and 11 were refused Capen 
on the ground that he lost his right to any such 
claims by hils failure to make them during the 
progress of the interference. 

“Rule 109 provides for the amendment of the 
issue by a motion by either party. This rule was 
promulgated in order that any party to an inter¬ 
ference might have an opportunity to put in 
issue matter which in his opinion was patentable 
and common to the interfering applications 
which had not been included in the interference 
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as originally declared by the Primary Examiner. 

“Where the right of a party to make the claims 
is attacked by a motion for dissolution, it is sub¬ 
mitted that it is his duty to present by a motion any 
claims which in his opinion constitute proper 
definitions of the common patentable subject-matter. 
It may be that in certain cases it is not possible 
to present this motion within the 30 days fixed by 
Rule 109, but certainly these claims, if they are 
ever to be presented, should be presented before the 
interference is finally dissolved, in order that the 
opposing party may have an opportunity to 
show why in his opinion these claims are not 
patentable or are not readable upon the disclo¬ 
sure of the moving party. Under certain circum¬ 
stances, as is pointed out in the decisions cited 
by the appellant, such motions have been con¬ 
sidered after the time fixed by the rule, and the 
Assistant Commissioner expressly stated that it 
would not be decided how long after the time 
fixed by the rule appellant could have presented 
the present claims by a motion, but that at least 
they should have been presented before the interfer¬ 
ence was finally dissolved. 

“In considering the decisions cited in appel¬ 
lant’s brief, attention is called to the fact that 
prior to July, 1907, Rule 109 of the Rules of 
Practice did not provide for presenting an amend¬ 
ment containing claims which were not already 
in the application of another party. Churchward 
vs. Douglas vs. Cutler (1903 C. I)., 389), provided 
for such an amendment but stated that it should 
be presented promptly. In Becker vs. Otis (1907 
C. I)., 197), the petition was brought immediately 
after the first adverse decision, and it was held 
that the circumstances of the case were satisfac¬ 
tory to excuse the delay of Otis in filing his 
motion. These decisions indicate the practice 
relating to adding new claims prior to July 1907. 
The rule was then amended to include any claims 
which should be made the basis of the interference 
and applicants are given 30 days after the pre¬ 
liminary statements are approved within which 
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to bring a motion and submit an amendment 
containing the proposed claims. The motion of 
Simonds and Smith urging that Capen could not 
make the claims of the issue was brought before 
the expiration of the 30 days allowed by Rule 
109, but with this notice and subsequent adverse 
decisions Capen made no motion to present other 
claims while the interference continued . 

“In the cases of Reece vs. Fenwick (1902 C. D., 
145); Churchward vs. Douglas vs. Cutler (1903 
C. D., 389); Walker and Walker vs. Gilchrist 
(1911 C. D., 41), and Williams vs. Gibbons (20 
Gourick, 82-4), the motion to amend was brought 
soon after the decision of the Primary Examiner 
and the motion was granted. 

“In the case of Sarfert vs. Meyer (1904 C. D., 
120), all of the testimony had been taken; r> 
Phelps vs. Wormley vs. McCullough (1905 C. D., 
374), no new claim was presented; in Freeman vc. 
Parks (1905 C. D., 235), all the testimony ha 1 
been taken; in Scott vs. Emmet and Hewlett 
(1905 C. D., 536), no good reason was found for 
the amendment; and in Hanan and Gates vs. 
Marshall (21 Gourick, 54-16), Marshall waite 1 
six months after the decision of the Examiners 
in-Chief; and in each of these cases the petition 
to amend was denied. 

“There must be an end to litigation at some 
time, and it is submitted that if, after the dis¬ 
solution of an interference, a party can go bac- 
to the Primary Examiner and then be allowed 
claims broad enough to read upon his opponent ’s 
case and have the interference redeclared or a 
new one declared, interference proceedings woul ) 
become interminable.” (Italics ours.) 

In neither decision of the court, nor in the argument 
of the Commissioner by his counsel, as quoted, is there 
any interlocking of the two estoppels mentioned above. 
They are separate and distinct, one has to do with the 
effect of a judgment; the other involves the effect of the 
action of a party, namely, his laches, as respects pursuing 
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a certain procedure laid down in statutory rules, and 
in view of which laches, his opponent was caused to 
change his condition for the worse. 

This situation is a case of the Commissioner blowing 
hot and cold, his arguments in the cause at bar and in 
In re Capen being remarkable for their inconsistency. 

There is just as much and more reason to apply the 
rule of estoppel by election and laches, in this cause as 
in the case of Capen. The facts in the cases are identical, 
for Capen’s laches was precisely the same as Ovaitt’s 
laches, except no phase of intervening right developed 
as regards Capen’s opponent according to the facts 
shown. The respondent instead of following the course 
in In re Capen adopted an unwarranted and illegal 
course of his own and has maintained his position as 
correct notwithstanding that in this cause the relator 
tias shown an extent of actual damage or injury of 
which there was no equivalent in the Capen case, not¬ 
withstanding that respondent’s present position is wholly 
inconsistent with that assumed by him in the Capen 
case. 

That the Patent Office over a course of years has 
mterpreted the function of Rule 109, and the effect of 
a failure to act thereunder, according to the interpreta¬ 
tion placed thereon by the relator by its advised actions 
.subsequent to dissolution of Interference No. 37,937, 
is demonstrated by the following decisions of the Com¬ 
missioner: 

“The purpose of Rule 109 is clearly to avoid a 
second interference and where a party fails to 
take advantage of that rule he loses the right to 
contest the question of priority as to the claims 
made by his opponent.” Sutton, Steele & Steele, 
121 0. G., 1012 (By Commissioner of Patents, 
1906). 

“The reasons which led to the change in Rule 
124 set forth in Newcomb vs. Thomson, 122 O. 



27 


G., 2012, apply with nearly the same force to 
Rule 109. The purpose of Rule 109 is to avoid 
a second interference.” Townsend vs. Copeland 
vs. Robinson, 26 O. G., 1355 (By Commissioner 
of Patents, 1907). 

“The obvious purpose of Rule 109 is to enable 
the parties to an interference to have included 
all subject-matter common to the applications 
involved in interference.” Mortimer vs. Thomas 
vs. Brownson, 192 O. G., 215 (By Commissioner 
of Patents, 1913). 


Estoppel by Res Adjudicata. 

Reference is made to previous pages hereof for an 
understanding of the subjects-matter of the Interfer¬ 
ences No. 37,937 and No. 40,447, see especially Diagram 
A, Diagram B, and Diagram B-B. 

In preliminary proceedings in Interference No. 40,447 
the party Ovaitt took occasion to compare Count 1 of 
Interference No. 37,937 with Count 1 of Interference 
No. 40,447. The comparison is a fair one and owing to 
its source is here given. 

Old Count 1. New Count 1. 

“In combination, an ac- “In combination, 
counting machine 

(1) provided with a set of (1) a set of keys, 
manually operable keys , 


(2) coin receptacles , 


(2) coin receptacles , implied, 
(see elements 3 and 7 below) 


(3) ejectors for the coin re¬ 
ceptacles, 

(4) means associated with 
each key for selecting ejec¬ 
tors for ejecting money cor¬ 
responding to the total rep¬ 
resented by such key, 


(3) including coin-ejectors , 

(4) connections whereby said 
ejectors may be preliminar¬ 
ily selected by the same 
keys for subsequent effect¬ 
ive operation, 
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(5) means for preliminarily 
setting up for subsequent 
simultaneous operation any 
desired number of keys , 

(6) means common to all 
keys for actuating in unison 
all of said set-up devices, 


(7) means for disabling the 
actuating connection be¬ 
tween the accounting and 
the paying mechanisms, 
whereby both mechanisms 
may be operated conjointly 
as a combined single 
machine, or the one mech¬ 
anism operated independ¬ 
ently of the other, 

(8) (calculating device im¬ 
plied in introductoryclause) 

(9) paying-out mechanism 
(implied),including 3 supra, 
4 supra. 


(5) connections adapted to 
be set up by said keys for 
preliminarily selecting the 
calculating devices to be 
subsequently operated, 

(6) a common actuating 
mechanism for concurrently 
actuating the ejectors and 
the calculating devices pre¬ 
liminarily selected by the 
keys, 

(7) including a disabling 
connection for at will ren¬ 
dering the paying mech¬ 
anism inoperative while the 
calculating devices are 
maintained in operative 
condition. 


(8) calculating devices, 


(9) paying-out mechanism 
including 3 supra, 4 supra. 


The decision of the Law Examiner, duly affirmed on 
appeal, Relator’s Exhibit B (Record, page 14), thus 
held relative to the patentability of count 1: 

“It is thought, however, that count 1 does not 
clearly define a patentable combination over the 
disclosure of the British patent of Heide. There 
is disclosed in this patent accounting mechanism, 
245, and paying mechanism including ejectors 
275 with a main actuating member 24. The 
machine also discloses keys which may be set 
for various amounts to be paid out. By mani- 
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pulating C3 r linder 180, the mechanism can be so 
adjusted that paying out of money can be effected 
without actuating accounting device 245. This 
is described in the next to the last paragraph of 
page 20 of the specification of the patent. The 
broad reference in count 1 to means for disabling 
is not sufficient to distinguish patentably from 
the disclosure of the references.” 

There was no suggestion in this decision that the 
Law Examiner would hold count 1 patentable if its 
wording were slightly altered, and by the procedure 
adopted by Ovaitt the Law Examiner, whose authority 
under the rules (Rule 122), was to consider any amend¬ 
ment or new claims offered under Rule 109, was pre¬ 
vented from so doing, and the relator had no opportunity 
prior to declaring Interference No. 40,447 to plead res 
adjudicata. Likewise during Interference No. 37,937, 
the relator was deprived of its right to show at the 
usual inter partes hearing accorded under the rules that 
new count 1, and new counts 4 and 0 to the same subject- 
matter, had been already adjudicated as not patentable 
in substance and could not properly be made issues in a 
reformed interference. 

Thus by the illegal procedure of the respondent the 
relator’s machines like that illustrated on page 10 
hereof, Diagram A, built and marketed since count 1 of 
Interference No. 37,937 was held unpatentable, and 
not conflicting with original counts 2 and 3 covering 
the machine shown on page 12, Diagrams B and B-B 
are sought to be brought into conflict with three different 
counts (Nos. 1, 4, and 6), obviously framed to cover 
the machine shown in Diagram A, aforesaid, and asserted 
after long delay and laches of the party Ovaitt. Should 
Interference No. 40,447 be continued and terminated 
as to priority unfavorably to the relator, relator’s ex¬ 
haustive efforts and diligence in obtaining the adjudica- 





30 


tion of patentability in Interference No. 37,937 will 
have been nullified absolutely, and the efficacy of the 
provisions of the rules wholly negatived substantially 
as explained by the court in the Newcomb Motor Co. 
Furthermore, a clearer case of one class of intervening 
rights and certain estoppels could hardly be presented. 

The relator claims that there is no substantial differ¬ 
ence between counts 1 of Interferences Nos. 37,937 and 
40,447, and that the patentability of the subject-matter 
of these counts is res adjudicata , thus taking with them 
counts 4 and 0, a contention separate and distinct from 
those involving estoppel by election and laches and 
determinable by a fair comparison of said counts as 
above supplied. Ovaitt, and also the relator, had a 
full day in court under valid and established procedure 
in which to thrash out the questions of patentability, 
and all other questions that might be raised under the 
rules. 

“A right, question, or fact distinctly put in 
issue and directly determined by a court of com¬ 
petent jurisdiction as a ground of recovery can 
not be disputed in a subsequent suit between the 
same parties or their privies, even if that suit 
is for a different cause of action.” Southern 
Pacific R. R. Co. vs. U. S., 168 U. S., 1, 48; Reiter¬ 
ated in Mitchell vs. Bank, 189 U. S., 471. 

“The peace and order of society demand that 
matters distinctly put in issue and determined 
by a court of competent jurisdiction as to subject- 
matter and parties, shall not be retried between 
the same parties in any subsequent suit in any 
court.” Johnson Co. vs. Wharton, 152 U. S., 252. 

Respondent, by his answer to relator’s amended peti¬ 
tion, waived all objections to the amendments notwith¬ 
standing a reiteration of such objections. Further¬ 
more, he injects into the case certain incorrect conclu- 
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sions of law for which there is no support in the record. 
These conclusions (Record, page 30) are: 

During the greater part of the year from July 
31, 1915, to July 31, 1916, during which relator 
states he spent 813,417.13, he was under order 
to show cause why judgment should not be en¬ 
tered against him on the record in Interference 
No. 37,937.” 

The only rule to show cause ever issued in Interference 
No. 37,937 was dated December 26, 1914, affecting count 
1 only, and relator’s motions to dissolve were the cause 
answering the rule. These motions being granted by 
the law examiner July 20, 1915, the rule was obviously 
dissolved or no longer in force (Record, page 14, Ex¬ 
hibit B). 

But the record also shows the admitted fact (see 
page 21, paragraph 13, of respondent’s answer) that 
Ovaitt took no appeal from the decision of February 
10, 1916, of the examiners-in-chief so that on March 1, 
1916, the dissolution was final (Record, page 17). 
If after March 1, 1916, Interference No. 37,937 was 
no longer in existence, how could the relator be under 
a rule to show' cause? That such a condition is an 
impossibility is a matter of which the court has judi¬ 
cial knowledge. Brown vs. Piper, 91 U. S., 37. Re¬ 
spondent’s averment in the above connection is quite 
clearly an incorrect conclusion of law, as well as one 
which respondent is estopped from making on account 
of the facts admitted according to the record. The con¬ 
tention as an incorrect statement may therefore be dis¬ 
regarded by the court, neither the demurrant nor the 
court being bound thereby. Jones vs. U. S., 137 U. S., 
202 . 

Respondent, by inference at least, admits that the 
relator was under no rule to show cause when it spent 
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the sum of 84,338.92 from March 1, 1916, to July 31, 
1916. 

Respondent also contends that relator was charge¬ 
able with a knowledge of Gold vs. Gold, 34 Appeals 
D. C., 229, and the practice laid down thereby. 

As to being chargeable with notice of the practice in 
Gold vs. Gold, supra, the relator holds that case to be 
distinguishable in many ways from the cause at bar, as 
will shortly be indicated, and submits on the other hand 
(hat it acted advisedly in the premises under the author¬ 
ity of the cases previously elucidated, i. e.: 

In re Capen (Court of Appeals, D. C.). 

Sutton, Steele <fc Steele, Commissioner of Patents. 

Townsend vs. Copeland vs. Robinson, Commis- 
• sioner of Patents. 

Mortimer vs. Thomas vs. Brownson, Commis¬ 
sioner of Patents. 

Gold vs. Gold, 34 App. D. C., 229, Distinguished. 

The above case having been decided by this Honor¬ 
able Court requires no elucidation. Upon it the trial 
court mainly relied in refusing relator relief. It is be¬ 
hoved sufficient to merely note the essential differences 
between that case and the cause at bar: 

1. In Gold vs. Gold there was no election to stand on 
the issue counts, no appeal having been taken from the. 
examiner’s decision. The court emphasized this point 
m its decision. 

2. Tlie questions of laches and intervening rights do not 
appear to have been a factor affecting in any way the; 
relative status of Gold and Gold. 

3'. The court in Gold vs. Gold expressly stated: “Two 
claims of the issue were not included in that adjudication 
as they were not embraced in the motion.” In the 
cause at bar there was a full adjudication of the patenta¬ 
bility of every count of the issue. 
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4. There was not the slightest showing in Gold t». 
Gold that owing to the election and laches of one party, 
the other party had been led to change his condition for the 
worse, which showing exists in this cause. The question 
of estoppel by laches was not even raised in Gold vs. 
Gold. 

5. The rule of law and the interpretation thereof laid 
down in In re Capen, supra, was not called forth, and 
certainly neither established nor required to be promul¬ 
gated, by any of the facts adduced in Gold vs. Gold. 

6. The precise situation in the cause at bar relative to 
the estoppel by res ad judicata was not present in Gold 
vs. Gold. 

While recognizing many differences in the facts of this 
cause and Gold vs. Gold, relator, with aid of the per¬ 
severing study of counsel, has failed to ascertain a single 
distinction between the phases of estoppel by election 
and laches as here presented to the court, and the corre¬ 
sponding phases of In re Capen. 

Conclusion. 

The fundamental questions here presented to the 
court are, whether the respondent is empowered under 
the statute, first, to declare an interference, finally dis¬ 
solve that interference after trial on the actual merits 
of issues presented therein, and then after the cause is 
dead declare another interference between the same par¬ 
ties and upon the same subject-matter at any time; 
second, to declare the second interference under the 
conditions stated, in derogation of the statutory rules 
protecting all parties thereto against just such contin¬ 
gency, and at the same time re-create rights of appeal 
in a losing party contrary to such rules; third, to vir¬ 
tually reconstitute a finally dissolved interference when 
estoppels both by res adjudicata and in pais have been 
created incident to and subsequent to the final dissolu- 
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tion; and lastly, to continue redeclarations ad infinitum 
after one or more final dissolutions, especially having 
in view the burden of diligence upon a party in asserting 
his claims in the face of an adverse claimant. 

The appellant asks that this court deny to the re¬ 
spondent any such power the assertion of which is such 
as to wholly disregard those rights which spring up as 
between adverse parties by the application of the pro¬ 
tective law of estoppel. 

It is submitted that the trial court erred in totally 
ignoring the special applications of such law of estoppel 
to the situation at bar, and was in error in overruling 
appellant’s demurrer to the respondent’s answer, as well 
as in dismissing appellant’s petition. 

Respectfully submitted. 

JOHN F. ROBB, 

Attorney for the Appellant. 
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In the Court of Appeals of the District of 

Columbia. 


October Term, 1917. 


United States oe America ex rel. 
International Money Machine 
Company, appellant, 

v. 

James T. Newton, Commissioner 
of Patents. 


No. 3134. 
No. 22, Special 
Calendar. 


BRIEF FOR THE COMMISSIONER OF PATENTS. 

This is an appeal from a decision of the Su¬ 
preme Court of the District of Columbia deny¬ 
ing appellant’s motion for judgment and dismiss¬ 
ing its petition asking for a writ of mandamus 
against the respondent Commissioner of Patents 
to compel him to vacate certain proceedings in 
connection with a redeclared interference No. 
40447. 

STATEMENT OF THE CASE. 

The facts of the case as set forth in the exhibits 
of actions in the Patent Office, which are shown 
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iii the transcript of the record, briefly stated are 
as follows: 

On September 29, 1914, interference No. 37937, 
containing three counts, was declared between an 
application of White et al. and an application 
of Ovaitt. Appellant, the International Money 
Machine Company, is the owner of the White ap- 
plication and is the junior party in the inter¬ 
ference. After the preliminary statements re¬ 
quired by rule 110 had been tiled, appellant 
brought a motion to dissolve the interference 
(under rule 122), on the ground that neither 
party had a right to make the claims. Appellant 
also brought a motion under rule 109 to add ad¬ 
ditional counts, but as he withdrew this motion 
it need not be considered here. Appellant also 
brought a third motion to dissolve on the ground 
that the counts were unpatentable over the prior 
art. 

After an inter partes hearing the law examiner 
granted the first motion for dissolution on the 
ground that neither party had a right to make 
the counts of the issue (Rec., p. 10). He also 
held that count 1 was unpatentable over the prior 
ait. 

The senior party, Ovaitt, appealed from the de¬ 
cision of the law examiner to the examiners in 
chief, who, after an inter partes hearing affirmed 
the decision of the law examiner (Rec.. pp. 17 
and 18). 





The fact that counts 2 and 3 were held to be 
patentable did not permit the interference to con¬ 
tinue, as it was held that neither party had a right 
to make these two counts. 

After the limit of appeal, March 1, 1916, set by 
the examiners in chief, the dissolution became 
final and the applications were returned to the 
])rimary examiner for ex parte prosecution which 
included rejecting the claims of the issue in ac¬ 
cordance with the decision of the examiners in 
chief. Ovaitt thereafter amended certain of his 
claims and added others, all of which were then 
hold by the primary examiner to be patentable 
over the art, and as he regarded them as readable 
upon the White et al. application, they were sug¬ 
gested to the latter and were made by them. Un¬ 
der these circumstances it was the duty of the 
Commissioner of Patents to declare the interfer¬ 
ence under the provisions of section 4904 of the 
Revised Statutes, which reads as follows: 

Sec. 4904. Whenever an application is 
made for a patent which, in the opinion of 
the commissioner, would interfere with any 
pending application, or with any unexpired 
patent, he shall give notice thereof to the 
applicants, or applicant and patentee, as the 
case may be, and shall direct the primary 
examiner to proceed to determine the ques¬ 
tion of priority of invention. And the 
commissioner may issue a patent to the 
party who is adjudged the prior inventor, 
unless the adverse party appeals from the 
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decision of the primary examiner, or of the 
board of examiners in chief, as the case 
may be, within such time, not less than 
twenty days, as the commissioner shall pre¬ 
scribe. 

The interference was declared and it is this 
declaration (No. 40447) which the appellant seeks 
to have set aside by writ of mandamus, and that 
all e.r parte and inter partes proceedings in respect 
to the alleged interfering subject matter of the 
application of appellant and the party Ovaitt, sub¬ 
sequent to the dissolution of interference No. 
37937, be also vacated. 

The court below held that the dissolution of 
interference No. 37937 did not settle anything, 
excepting that in the form in which the issue was 
presented the result followed which the tribunals 
in the Patent Office announced, and that if it de¬ 
velops that bv amendments to claims for letters 
patent or by addition to such claims a ease is 
made out which would justify a declaration of 
interference it is in the interest of applicants for 
letters patent, so long as the principle of inter¬ 
ference proceedings is upheld, that they take place, 
and if possible a result reached which shall have 
the quality, for all essential purposes, of res ad - 
judicata. The court also held that “ it can not be 
said that the commissioner in proceeding in the 
manner in which he has, as disclosed by the plead¬ 
ings, has acted in violation of the rules and regu¬ 
lations of the Patent Office or of the law.” 




PURPOSE OF RULES 122, 124, AND 109. 

The purpose of rule 122 is to give either party 
an opportunity by motion to have an interference 
dissolved on the grounds (1), (2), and (3) stated 
in the rule. 

Rule 124 is practically a continuation of rule 
122, as it specifies the procedure if the dissolution 
motion is granted or if it is denied. 

The purpose of rule 109. in contradistinction to 
rules 122 and 124, is to give either party an op¬ 
portunity to introduce any claims which in his 
opinion should be made the basis of interference. 

It is a well-established practice in the Patent 
Office to enter additional counts to existing inter¬ 
ferences under rule 109. When rule 109 was pro¬ 
mulgated, motions for dissolution under rule 122 
and motions to amend under rule 109 were heard 
and decided by the primary examiner, who de¬ 
clared the interference. Under the present prac¬ 
tice these motions are heard and decided bv the 

•/ 

law examiner. To hold that an interference can 
be re-formed or redeclared only under rule 109 
would in many instances result in a great hard¬ 
ship to the contestants, especially in applications 
having complicated mechanism, as is found in the 
two applications involved in the case at bar, for 
the reason that the primary examiner, who is 
skilled in his particular arts, does not pass upon 
the new claims that may be admitted under rule 
109. The common practice of the Patent Office 




of returning applications to the primary examiner 
for e.r parte actions after a dissolution of an inter¬ 
ference should therefore not be discontinued. It 
is an equitable procedure, as well as a procedure 
that accords with the rules and statutes. 


ARGUMENT. 


I. RULINGS OF THIS COURT ON SIMILAR QUESTIONS. 


The dissolution of interference No. 37937 was 
not based on the ground that one of the parties 
had a right to make the claims and the other had 
not; that is, that one of the parties disclosed the 
invention shown and the other did not disclose 
it, as was the case in the interference involved in 
U. S. ex ret. The Newcomb Motor Company v. 
Moore (133 O. G., 1680, 30 App. I). C., 464), but 
it was dissolved on the ground that neither party 
had a right to make the claims, and that one of 
the claims involved in interference was not pat¬ 
entable over the prior art. In other words, it was 
dissolved on the ground that the invention in so 
far as stated in the counts of the issue of that 
interference was not patentable to either party. 

The appellant, as appears from his brief on 
Ovaitt’s appeal to the examiners in chief (see page 
5 of respondent’s answer), alleged that a holding 
that the counts were misdescriptive of the applica¬ 
tions of both parties was a holding that the claims 
in question were not patentable. 


This court has drawn a careful distinction be¬ 
tween such cases where neither party lias a right 
to make the claim, and cases such as the Newcomb 
Motor case, supra , which involve the right of one 
of the parties to make the claims. In the latter 
case the court said: 

It would indeed be an anomalous situa¬ 
tion, if his [the commissioner’s] determina¬ 
tion that one party to an interference has 
no right to make the claims in issue, and, 
therefore, is not entitled to a judgment of 
priority, operates to deprive him of juris¬ 
diction to award priority to the other party 
who has the right to make the claims in 
issue and who is entitled to an award of 
priority. * * * It follows, therefore, 

that when Thomson and Lemp abandoned 
their appeals from the decision of the 
primary examiner denying their right to 
make the claims in issue, that decision be¬ 
came final and res adjudicata as between 
the parties to the interference, and that 
thereafter the commissioner was without 
authority to direct the primary examiner 
to readjudicate in Thomson’s and Lemp’s 
ex parte applications, the question whether 
they had the right to make the identical 
claims of the issue in the interference pro¬ 
ceeding. 

In the case of Gold v. Gold (150 O. G., 570; 34 
App. D. C., 229) it appears that the primary ex¬ 
aminer had dissolved an interference on the 
ground, among others, that the claims in issue 



were not patentable over the prior art. No ap¬ 
peal was taken from this derision, but E. E. Gold 
amended his elaims, and from the rejection on the 
ground of res ad judicata in view of the decision in 
intei [VreiK'e, appeal was taken to the examiners 


in chief. 


The decision of the examiner was re¬ 


versed, and a second 


interference 


was declared. 


It was hold in the Patent Office that the failure to 


appeal in the* first interference did not render the 
question of patentability or priority res ad judi¬ 
cata, and from an award of priority to E. E. Gold, 
E. H. Gold appealed to the Court of Appeals of 
the District of Columbia, where the* question of 
res ad judicata was again raised. 

In that case the court, after referring to their 
decision in the cast* of Podlesak <f* Podlesak v. 


Mclnuernetj (120 O. G., 2127; 26 App. D. C. ? 399), 
holding that tin* question of the right of one of the 
parties to make the claims would be considered as 
ancillary to the* question of priority, said: 


As a consequence of the doctrine estab¬ 
lished by that case, it has been held that 
whore an interference lias been dissolved on 
that ground, without appeal from the de¬ 
cision, this right to make the claim, must 
be considered res ad judicata in a later in¬ 
terference between the parties on the same 
application. ( U. Sex rel. Newcomb 
Motor Co v. Moore, C. D., 1903, 332; 133 
O. G., 1680; 30 App. D. C., 464.) 



9 


After referring to the holding in the Newcomb 
Motor case and to appellant’s contention that it 
was controlling to the case then before them, they 
said: 

We can not agree with the contention. 
The question of the right of one of the 
parties to make claims is inseparably con¬ 
nected with that of priority. When ad¬ 
judged that one of the parties had no right 
to make the claims, in other words, that his 
description fails to show a conception of the 
invention of the issue, the other, who thereby 
appeared to be the sole inventor, was neces- 
sarilv entitled to the award and to his 
patent. The effect of the decision is to 
establish his right of property in the inven¬ 
tion, and he is entitled to the benefit with¬ 
out further impeachment of that right by 
his adversary in renewed litigation in the 
Patent Office. 

They then referred to the question of patent¬ 
ability and said: 

It is true that the patentability of the 

claims of an issue in interference may be 

%/ 

questioned in a motion to dissolve. (Patent 
Office rule 122.) Why this is permitted by 
the rule we do not understand, unless it be 
to enable the Commissioner to reexamine 
the question in the light of argument and 
put an end to useless litigation, if he find 
that an allowance of patentability ought not 
to have been made in the first instance. So 
finding, he acts for the protection of the. 

36688—18 - 2 
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public from ail unauthorized monopoly and 
dissolves the interference so that each ap¬ 
plication may be rejected. The decision de¬ 
termines no right between the two opponents, 
but one between them both, on one side, and 
the public on the other. If either desire to 
appeal from the final order of rejection, he 
must do so, ex parte in regular course of 
procedure. (In re Full a gar, C. I)., 1909, 
270; 138 O. G., 259; 32 App. D. C., 222; 
Sobey v. Holsclaw, C. D., 1907, 465; 126 
O. G., 3041; 28 App. D. C., 65.) * * * 

We must hold that the decision of patent¬ 
ability was not concluded by the decision of 
* % 

the original motion to dissolve the interfer¬ 
ence on that ground. 

The distinction between the two classes of cases 
referred to was again considered by the Court of 
Appeals in the case of Moore v. U. S., ex rel. Col¬ 
burn Machine Glass Co., 191 O. G., 293, 40 App. 
D. C. 201. In that case, after referring to the case 
of Xeirronib Motor Cant pang and Gold v. Gold , 
tlx* court said: 

If. as hold in that case ( Gold v. Gold, 
34 App. 1). C. 229), the question of patenta¬ 
bility of a claim is decided, it is not con¬ 
clusive of the issue of priority, but the 
applicant may go back for a second rejec¬ 
tion on that ground and appeal therefrom, 
ex parte. 

And after referring to the special facts of the case 
and to the case of in re Fullagar (32 App. D. C. 
222), said: 
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The reasoning of that case is applicable 
to this. The point decided here was that 
Hitchcock’s device, as shown in his original 
patent drawings, was inoperative and his 
reissue could not be allowed for that reason. 
The effect was to set aside the allowance 
of his reissue application as an entirety; 
the interference was dissolved without anv 

mi 

award of priority claimed or made. On 
account of the special facts we are of the 
opinion that the case falls under the rule 
governing Gold v. Gold, and in re Fulla- 
gar, rather than under that governing 
Newcomb Motor Co . v. Moore. The ques¬ 
tion of priority was not res ad judicata , and 
the Commissioner of Patents had not lost 
jurisdiction in the premises. 

It is submitted that the facts of this case bring 
it clearly within the ruling in the Colburn Ma¬ 
chine Glass Co. and in Gold v. Gold (supra) 
and that neither the question of priority nor the 
question of patentability was rendered res adju¬ 
dicate bv the decision in the first interference. 

mJ 

It is to be noted that in interference No. 40447 
White et al. moved to dissolve the interference 
as to certain counts, but they made no motion to 
dissolve as to count 2 of the interference, thereby 
admitting that count 2 is patentable over the prior 
art and properly reads upon the application of 
both parties. Upon what ground could a refusal 
of this claim be made and to which of the parties 
should it be refused in the absence of a decision 
on priority? 
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Appellant contends that the decision in cx parte 
Capen (214 0. G., 685; 43 App. D. C., 342), forms 
a basis for the dissolution of interference No. 
40447. The state of facts in cx parte Capen were 
different from the facts in Ovaitt’s application 
with relation to interferences Nos. 37937 and 
40447. The case in cx parte Capen is analogous 
to the case in Newcomb Motor Co (supra). Capen 
and the opponents of the Newcomb Motor Co. each 
presented claims that they were not entitled to 
make; in other words, they had no structure to 
support the claims. The opponents of Capen, and 
the Newcomb Motor Co., however, had structures 
to support the claims. The commissioner in his 
decision on the petition (supra) said: 

The case in clearly distinguishable from 
ex parte Capen, cited by the moving party. 

In contradistinction to this state of facts we 
find that the case of interferences No. 37937 and 
No. 40447 is analogous to the case of Gold v. 
Gold (supra), and the same principles apply. In 
Gold v. Gold the first interference was dissolved 
on the ground, among others, that the counts were 
unpatentable, i. e., neither party was entitled to 
the claims. Interference No. 37937 was likewise 
dissolved on the ground that neither party could 
make the claims. If it was the proper procedure 
to declare a second interference in Gold v. Gold, 
and this court so held, it was an equally proper 
procedure to declare the second interference (No. 
40447) in the case of White et al. v. Ovaitt. 
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II. THE COMMISSIONER ACTED WITHIN HIS AUTHORITY. 


In declaring interference No. 40447 the Com¬ 
missioner of Patents acted clearlv within the dis- 
cretion conferred upon him by the statutes, section 
4904 (.s ujtra). That this conclusion is correct is 
supported by the decision of the Court of Appeals 
of the District of Columbia in United States ex rel. 
•Trussed Concrete Steel Co. v. Ewing (Commis¬ 
sioner of Patents, 203 O. Gf., 931; 42 App. I). C., 
179), in which the court quoted with approval 
the following: 


The determination of the existence of an 
interference is confided bv statute to the 
judgment and discretion of the Commis¬ 
sioner of Patents; and, whether in the exer¬ 
cise of that judgment in the present case 
he was right or wrong, the conclusion was a 
possible one, and is not subject to review 
by mandamus. (United States ex rel . Ness 
v. Fisher, 223 U. S., 683.) 

It is a well-settled rule of law that a mandamus 
will not issue to control the discretion of a public 
officer where he is authorized by law to exercise 
his discretion. In the case of United States v. 
Duell (172 U. S., 576), involving this question, 
the Supreme Court of the United States said 
(p. 586) : 

Now, in deciding whether a patent shall 
issue or not, the commissioner acts on evi¬ 
dence, finds the facts, applies the law, and 
decides questions affecting not only , pub- 
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lie but private interests; and so as to re¬ 
issue, or extension, or on interference be¬ 
tween contesting claimants; and in all this 
he exercises judicial functions. 

In view of these decisions, based upon well-set¬ 
tled rules of law, mandamus should not issue to 
require the Commissioner of Patents to set aside 
his action declaring interference No. 40447, for the 
purpose of determining the question of priority of 
invention. 

III. OTHER REMEDY. 

Mandamus should also be denied for the reason 
that relator has his remedy by appeal. In case 
the decision of priority is adverse to him he can 
appeal to the various tribunals up to and including 
the Court of Appeals of the District of Columbia. 
The question of res ad judicata upon which relator 
bases his petition for mandamus can be taken up 
for consideration in the same appeals as in the 
case of Gold v. Gold ( suj>ra ), in which the Court 
of Appeals of the District of Columbia when de¬ 
termining the question of priority also passed upon 
the question whether dissolution of the first inter¬ 
ference was a final adjudication of the patenta- 

bilitv of the issue. 

* 

IV. NO DECISION ON THE MERITS OF THE CASE AT BAR. 

The case at bar has never had any decision on 
the question of priority. All the proceedings in 
this case have been preliminary to the question of 
determining priority of invention, and the dissolu¬ 
tion of interference No. 37937 settled nothing ex- 
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eept that one count was unpatentable and that 
neither party had the right to make any of the 
three counts of the issue, which was equivalent to 
holding that the interference in that form should 
not have been declared. 

V. THE QUESTION OF ESTOPPEL BY RES ADJUDICATA. 

Appellant contends by diagrams and compari¬ 
sons in his brief (pp. 8 et seq.) that the counts 

of interference No. 40447 are substantiallv the 

•/ 

same as the counts of the dissolved interference 
No. 37937. To determine this question appellant 
should prosecute his motion now pending, to dis¬ 
solve interference No. 40447 under rule 122 and 
not seek a reinedv bv mandamus, as mandamus 
does not lie where appellant has another remedy. 
Count 2 of interference No. 40447 admittedly con¬ 
tains subject matter common to the two appli¬ 
cations and therefore differs from count 2 of 
interference No. 37937, which neither party had a 
right to make. Not having the entire applica¬ 
tions in the record, it is futile to discuss the simi¬ 
larity or the dissimilarity of the claims. Count 2 
having common subject matter, even if the other 
counts do not, which is not conceded, is sufficient 
justification to continue interference No. 40447. 

Appellant further contends that the counts in 
interference No. 37937 after dissolution became 
res ad judicata or abandoned. This contention is 
true, but only as to the counts that were adjudi¬ 
cated in that interference and does not apply to 
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other counts that mav thereafter he found to eon- 
tain common subject matter. 

In appellant's brief, pages 27 and 28, is pre¬ 
sented a parallel arrangement of count 1 of inter¬ 
ference No. 37937, and as revised in the redeclared 
interference No. 40447, by means of which appel¬ 
lant attempts to show that the counts are identical. 
This parallel arrangement of the respective counts 
1, copied bodily from a brief in the application of 
Ovaitt, shows, as contended by Ovaitt, how the 
unpatentable count 1 was revised in accordance 
with the law examiner’s decision (Rec., p. 13) to 
make the count patentable as pointed out by 
Ovaitt in his argument that element 5 as now 
recited corrects the defects pointed out by the 
law examiner; element 6 of the new count is more 
specific than in the old count; and element 7, as 
now recited, overcomes the objection of the law 
examiner. (Rec., p. 14, lines 17-19.) 


VI. REPLY TO MISCELLANEOUS QUESTIONS RAISED. 

Appellant alleges that $4,338.92 was spent by 
him in manufacture of the machine during the 
period between March 1, 1916, when the dissolu¬ 
tion became final, and approximately July 31,1916, 
when the counts of the second interference were 
suggested to him. It is clear that an applicant 
who spends money on his invention before he has 
his patent does so at his own risk, as he should 
know that he is subject to interference so long as 
his application is pending. Moreover, in this case 


appellant was chargeable with knowledge under 
the practice announced in Gold v. Gold (supra) 
that after the dissolution of interference No. 
37937 either party could prosecute his applica¬ 
tion ex parte before the primary examiner and 
that if patentable claims to the common subject 
matter were allowed the interference would be 
redeclared. 


Appellant cites numerous decisions in his brief 


on page 25, second group, in which petitions to 
amend were denied. These cases, however, are not 


pertinent to the issue, as they are based on a dif¬ 


ferent state of facts, particularly that the petitions 
were presented after testimony had been taken. 


CONCLUSION. 


It is submitted, therefore, that In re Capen and 
the Newcomb Motor case afford no authority for 
the grant of a writ of mandamus in the present 
case, that the actions of the Commissioner of Pat¬ 
ents in the interferences involved herein were 
judicial and are therefore not controllable by 
mandamus and that appellants have a complete 
and adequate remedy in the redeclared interfer¬ 
ence No. 40447. For which reasons the decision 
of the lower court should be affirmed. 

Respectfully submitted. 

T. A. Hostetler, 

Counsel for the Commissioner of Patents. 


January 19, 1918. 
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I'lie appellant in its petition asked that a mandamus issue 
directed to the Commissioner of Patents 

“commanding him to dissolve Patent Interference No. 
40,44/ and to vacate all ex parte and inter partes pro¬ 
ceedings in respect to alleged interfering subject-mat¬ 
ter of the applications of the relator and the said 
party Oviatt subsequent to the final dissolution of 
Interference, No. 37,937.” 
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Nothing is better settled than that no such mandamus 
will issue unless it was the plain clear ministerial duty of 
the Commissioner just what it is asked that he be required 
to do. Any supposed error in judgment on the Commis¬ 
sioner’s part must be reviewed, if at all, in a different pro¬ 
ceeding. It is not necessary to cite authorities in this 
Court on that point. 

Since the matter in issue here is simply a question as to 
whether it was the mere ministerial duty of the Commis¬ 
sioner to refrain from doing what he actually did do in the 
matter of interference, No. 40,447, it is not clear how it 
can be supposed that the alleged question of equitable 
estoppel can have any bearing on the matter. The allega¬ 
tion of equitable estoppel is based on happenings in the 
commercial business of appellant, not shown by the records 
of the Patent Office. It is alleged that appellant invested 
money in the manufacture of machines on the assumption 
that the Commissioner would not permit Oviatt to make 
such claims as are included in interference, No. 40,447. 
The mere allegation of any such equitable estoppel, even 
if made to the Commissioner, obviously could not in and 
of itself, take away the right or duty on the Commissioner’s 
part to proceed with the interference in accordance with 
what the law' and practice would otherwise require. The 
allegation of equitable estoppel would, in any event, have 
to be supported by sutficient proofs and necessarily the Com¬ 
missioner would have to exercise his discretion in passing 
on the sufficiency of the proofs. It does not appear from 
the record that there w’as even an allegation of equitable 

estoppel before the Commissioner, and much less that proofs 

\ 

were presented on which he could pass judgment. There 
is certainly no allegation that he refused to consider any 
such showing and, therefore, even if equitable estoppel 
w r as a material consideration, there is nothing to show' that 
the Commissioner failed in his duty. 
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It should be noted furthermore, that applicant could ac¬ 
quire no equitable rights by investing money in the manu¬ 
facture of the machine on the assumption that no claims 
would be allowed to Oviatt covering such machines, unless 
the law plainly required that such claims be not allowed to 
Oviatt. The allegation of equitable estoppel, therefore, 
after all goes back to and is based on the allegation that 
the Commissioner had no legal right to allow the claims to 
Oviatt. If the Commissioner had the legal right to allow 
the claims, the appellant was supposed to know it and to 
take it into consideration in investing money. A mere 
mistaken guess on his part as to what the Commissioner 
would do, can not deprive the Commissioner of jurisdic¬ 
tion, nor O.viatt of his rights. The real question, therefore, 
is whether the Commissioner had jurisdiction and authority 
to allow to Oviatt the claims which constituted the issue in 
interference, No. 40,447. 

It appears from the petition, page 2, that according to the 
contentions of appellant and according to the findings of 
the Patent Office, the declaration of the original interfer¬ 
ence, No. 37,937 was based on a mistake by the Patent 
Office, since neither party to that alleged interference had 
any right to make any claim said to be involved in it. The 
appellant itself asked that the interference be dissolved “on 
the ground that the parties to the interference were with¬ 
out right to make the counts or issues of the interference” 
(paragraph 7, petition). The Patent Office ruled “that 
the parties to the interference had no right to make the 
issues in the terms thereof” (paragraph 11, page 3). As¬ 
sistant Commissioner Whitehead said on page 19 of the 
Record: 


“discolv<?d nn the "rounds that neither party could 
make the claims, it being held in the decision that the 
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counts arc “misdescriptive” of the construction of 
either party.” 

In other words, there was no decision which could by any 
possibility be construed as in favor offthe rights of one party 
and against the rights of the other party. The claims were 
not held patentable to one party and not patentable to the 
other party. It was held that each party stood on the same 
footing, since neither had any right to the matter claimed. 
Under no possible theory could such ruling he considered 
as an adjudication in any sense of the relative rights of the 
parties and obviously there must be some such adjudica¬ 
tion of relative rights before their relative rights can be¬ 
come res ad judicata. The only adjudication was as between 
each party and the public, since the Patent Office said in 
effect that because of the rights of the public, neither party 
could have a patent on the subject matter claimed, since 
neither had invented or disclosed such subject matter. It 
left one party in no l>etter position than the other. 

Unquestionably under that ruling each party had the 
right to amend his claims so that they would really cover 
what he disclosed. The right and duty of one party was 
no less and no greater than the right and duty of the other 
party, since there had been no adjudication which accorded 
any greater right to one than the other. The appellant sug¬ 
gests that any such new or amended claim should have l)een 
presented by motion in the original interference. No. 37,- 
( >37, thus admitting that the parties had the right to nre- 
sent such claims, and to have them considered and ad’udi- 
cated. His present objections, therefore, go to the wa\ or 
procedure by which those new claims were presented and 
adjudicated, and not to the right itself. 

Appellant, however, calls attention to the fact that in 
addition to deciding that neither party could make the 








claims in issue, the law Examiner expressed his opinion as 
to the patentability of the subject matter which it was 
argued that the claims were intended to cover. The law 
Examiner prefaced that opinion by saying that “it is diffi¬ 
cult to apply the references to the counts, since they cover 
constructions which are not disclosed by either party/* He 
then expressed the opinion that what count 1 was probably 
intended to set forth was not patentable, but that what 
counts 2 and. 3 were probably intended to cover was pat¬ 
entable. This was in the nature of obiter dictum and not a 
real decision, but it certainly was notice that there was 
certain patentable matter disclosed by the parties and that 
patentable matter was what counts 2 and 3 were presumably 
intended to state. The appellant, as well as Oviatt, thus 
lvid notice that the Patent Office stood ready, so far as the 
public w as concerned, to allow claims to that subject matter. 
The Patent Office could not force either party to present 
such claims, but both parties had fair and equal notice that 
such claims would be allowed if presented by either or both 
parties. It was to be presumed that each party would take 
advantage of that notice if he regarded himself as the first 
inventor of the subject matter. The appellant should not 
be heard to say that the law Examiner had no jurisdiction 
to practical 1 }' suggest that amended claims would'be admitted 
and allowed, since it was at the request of the appellant that 
the Examiner made such ruling, as shown not onlv by the 
petition, but by the law r Examiner's decision, Exhibit B, 
page 10. Xo time limit was fixed by the law r Examiner 
for the making of such claims and any other claims along 
the same general lines, since it obviously rested with each 
party to make the claims, or not, as he pleased and as soon 
as he pleased, and thus neither could seriously delay the 
other. Tt was too late then for either party to file an amend¬ 
ment in strict accordance with rule 109, since the thirtv da\s 
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allowed by that rule had long since expired and therefore, 
a special time limit should have l>een fixed if any was 
to be enforced. The interference was declared September 
29, 1914, and the law Examiner's decision was on July 20, 
1915. If appellant, therefore, wished a time limit fixed for 
making the claims as he had himself suggested, he should 
have asked for such time limit. In any event, unless appel¬ 
lant wished to make the claims himself, he had no more legal 
interest in the question whether Oviatt made them or not, 
than anv other member of the public. Oviatt was interested 
onlv in getting the claims for himself and assumed that his 
opponent would be equally interested and would make the 
claims if he ,too, wanted them, since both knew that the 
Patent Office stood ready to allow them. Oviatt, therefore, 
simply filed amended claims and asked that they be allowed, 
leaving it to the appellant to take similar action if it wished 
the claims. There was at that time no inter partes question 
as to those proposed claims, since neither party had made 
them and the question was simplv between each party and 
the public. As stated in the petition on page 4: 

‘‘the party Oviatt introduced into his application cer¬ 
tain new claims directed to subject matter common 
to the applications of the said party, and relator's ap¬ 
plication hereinbefore identified. In addition to the 
foregoing, the party Oviatt by e.v parte procedure 
amended certain claims in his application along lines 
previously suggested bv the Paw Examiner whereby 
said claims covered subject-matter alleged to be com¬ 
mon to his application and that of relator/’ 

Thereafter appellant being advised by the Patent Office 
that some one else had made those claims, filed an ex parte 
amendment inserting them in his application and they were 
made issues in interference, Xo. 40,447. Appellant, there- 
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fore, is in the rather peculiar position of having done just 
what he complains that Oviatt had no right to do. He made 
exactly the same claims that Chiatt made and did not do 
it by motion under ruling 109, as he insists Oviatt should 
have done, but made them ex parte some time after Oviatt 
had made them. His assertion of right to those claims is 
the only thing that gives him any show of interest or stand¬ 
ing in the present proceeding. If Oviatt had no right to 
present the claims after the dissolution of interference, 
Xo. 37,937, neither had the appellant. Appellant gives as 
an excuse for making them, that he “was not advised as to 
whose application contained those suggested claims,” thus 
implying that he was perfectly willing to take them not¬ 
withstanding his argument that the dissolution of interfere 
ence, Xo. 37,937 made it res ad judicata that neither party 
to that interference was entitled to them provided that he 
could get them without an interference with Oviatt. In 
other words, according to his own admission, he was taking 
steps which might lead to the allowance of the claims to 
him, without any chance for an inter partes hearing to 
Oviatt. 

After interference, Xo. 40,447 was declared, he could 
have made a motion to dissolve under rule 122 and thereby 
have raised inter paries all of the questions which he could 
have raised in interference, No. 37,937 if Oviatt had pre¬ 
sented the claims in that interference by motion under rul¬ 
ing 109. The declaration of interference, No. 40,447 there¬ 
fore, deprived him of no real right since he had his chance 
for an inter partes hearing and adjudication. 

The real question is whether there is any express pro¬ 
vision either of law or of the rules or any settled principle 
of law which prohibited the Commissioner from permitting 
the claims to be made and adjudicated in the way in which 
they were adjudicated. 
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Rule 109 quoted on page 5 of the record provided a way 
in which, if the necessity appeared in time, either party 
could have presented in the inter partes proceedings in in¬ 
terference, Xo. 37,937 any claims which either party thought 
should he in the issue, but neither that rule or any other 
specifically prohibits presenting them in any other way. If 
they can not be presented in any other way, therefore, it 
must be merely by legal inference. That there is no such 
legal inference which leaves no discretion with the Com¬ 
missioner of Patents is settled beyond dispute by the deci¬ 
sion of this Court in the case of Gold vs. Gold, 34 App. 
D. C., 229. In that case the first interference was dissolved 
because the issues were not patentable to either party, and 
later amended claims were presented and allowed ex parte 
and a second interference was declared as to the new claims. 
Those new claims could, of course, have been presented 
under rule 109 in the first interference as appellant contended 
should have been done in the present case. This Court 
held that the decision dissolving the first interference, did 
not preclude the allowance of the amended claims presented 
later or the declaration of the second interference. It was 
there said: 

"We must hold that the question of patentability 
was not concluded bv the decision of the original mo- 
tion to dissolve the interference on that ground." 

The reason why there was no question of res ad judicata 
was pointed out as follows: 

“So finding he acts for the protection of the public 
from an unauthorized monopoly and dissolves the 
interference so that each application may be rejected. 
The decision determines no right between the two op¬ 
ponents but one between them lx>th. on one side, and 
the public on the other “ 
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In Newcomb vs. Moore, 30 App. D. C., 464, and in re 
Capen 43, App. D C., 342 the situation was entirely differ¬ 
ent. In those cases there was in the first interference an 
adjudication in favor of one party and against the other 
and consequently all matter which might have been included 
in the adjudication became res ad judicata. It is submitted 
that in no case has it been held that a party is precluded 
from presenting amended claims where there has been no 
adjudication whatever of the relative rights of the parties 
involved. This Court has repeatedly held as pointed out 
in the case of Gold vs. Gold that the Commissioner of Pat¬ 
ents has a very large discretion in the matter of allowing 
claims and that this action will not be reviewed except in 
those cases where the allowance of the claims to one party 
necessarily results in their refusal to another party. There 
is no such situation as vet presented in the present case, and 
when it is presented this Court may be called upon to re¬ 
view the matter on appeal. To grant the mandamus would 
in fact compel the commissioner to reject the claims in the 
appellant’s case, as well as in the case of Oviatt. Appellant 
is seeking to deprive Oviatt of a patent on a mere techni- 
calitv. Me can contest Oviatt’s right in the interference, 
No. 40.447 all the way up to this Court, and is deprived of 
no right bv being compelled to follow the regular proced¬ 
ure. He has his remedy and is not entitled to a short cut 
by mandamus. 

John M. Coit, 
Attorney for Oviatt. 



